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Sir: 

Further to Appellant's Notice of Appeal filed June 2, 2008 in connection with the above- 
identified application, Appellant resubmits the present Brief on Appeal. 
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Appellant has assigned this application to Agritecno Yazaki Co., Ltd. in an assignment which 
was executed on October 30, 2001, and recorded in the U.S. Patent and Trademark Office on 
November 5, 2001 at Reel No. 012371 and Frame No. 0148. 

RELATED APPEALS AND INTERFERENCES 

Appeal No 2004-0035 was vacated and remanded to the Examiner on September 28, 2004. 

STATUS OF CLAIMS 

Claims 1, 4 and 5 are pending in this application. Claims 1, 4 and 5 stand under Final 
Rejection, from which rejection of claims 1, 4 and 5 this appeal is taken. Claims 2 and 3 were 
canceled. 

STATUS OF AMENDMENTS 
No Amendment(s) after Final was/were filed by appellants in this application. 
SUMMARY OF CLAIMED SUBJECT MATTER 
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As set forth in independent claim 1 , the present invention is directed to a method of preventing 
defective germination and rosette formation of a plant seed which tends to suffer from defective 
germination and rosette formation during growth thereof comprising the steps of: 

a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit defective germination and 
rosette formation of the plant seed, the dark place being sufficiently dark to prevent the plant seed 
from germinating (See appellant's original specification: page 3, line 24 through page 4, line 5; page 
4, lines 9-13; page 4, lines 14-17); and 

b) drying the plant seed in a dark place being sufficiently dark to prevent the plant seed from 
germinating, said drying takes place immediately after leaving the plant seed to stand in the highly 
watery condition at the low temperature in a dark place (See appellant's original specification: page 5, 
lines 16-19; page 5, lines 6-10), 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 
immersed in water at a temperature of from 0 °C to 1 5 °C (See appellant's original specification: page 
4, lines 6-8). 

As set forth in independent claim 4, the present invention is directed to a method of preventing 
defective germination and rosette formation of a plant seed which tends to suffer from defective 
germination and rosette formation during growth thereof comprising the steps of: 

a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit defective germination and 
rosette formation of the plant seed, the dark place being sufficiently dark to prevent the plant seed 
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from germinating (See appellant's original specification: page 3 5 line 24 through page 4, line 5; page 
4, lines 9-13; page 4 5 lines 14-17); and 

b) drying the plant seed in a dark place, before the seed becomes active, being sufficiently 
dark to prevent the plane seed from germinating, said drying takes place immediately after leaving the 
plant seed to stand in the highly watery condition at the low temperature in a dark place (See 
appellant's original specification: page 5, lines 16-19; page 5, lines 6-10), 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 
exposed to an environment having a relative humidity of about 1 00% and a temperature of from 0 °C 
to 15 °C (See appellant's original specification: page 3, line 24 through page 4, line 5; page 4, lines 6- 
8). 

As set forth in independent claim 5, the present invention is directed to a method of preventing 
rosette formation of a plant seed which tends to suffer from rosette formation during growth thereof 
comprising the steps of: 

a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit rosette formation of the 
plant seed, the dark place being sufficiently dark to prevent the plant seed from germinating (See 
appellant's original specification: page 3, line 24 through page 4, line 5; page 4, lines 9-13; page 4, 
lines 14-17); and 

b) drying the plant seed in a dark place, before the seed becomes active, being sufficiently 
dark to prevent the plane seed from germinating, said drying takes place immediately after leaving the 
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plant seed to stand in the highly watery condition at the low temperature in a dark place (See 
appellant's original specification: page 5, lines 16-19; page 5, lines 6-10), 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 
immersed in water at a temperature of from 0 °C to 1 5 °C (See appellant's original specification: page 
3, line 24 through page 4, line 5; page 4 5 lines 9-13; page 4, lines 14-17). 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 1, 4 and 5 are properly rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Ohkawa et al., Influence of Temperature Prior to Seed Ripening and at 
Germination on Rosette Formation and Bolting of Estoma Grandiflorum, Scientia Horticulturae, 
Vol. 53, Issue 3, Feb. 1993, pp. 225-230 in view of Coolbear et al., An Evaluation of the Potential of 
Low Temperature Pre-Sowing Treatments of Tomato Seeds as Means of Improving Germination 
Performance, Ann. appl. Biol. (1987), 1 10, pp. 185-194 (1987) and U.S. Patent No. 5,294,593 to 
Khan. 

ARGUMENT 

The Examiner has relied upon Ohkawa et al. as teaching: 

. ..a method of preventing rosette formation of plant seed which tend to suffer from 
rosette formation during growth by low temperature seed treatments of hydrated 
seeds at 3-5C for 5 weeks (Ohkawa abstract; Eustoma grandiforum) and inherently 
prevents defective germination i.e. Ohkawa teaches leaving a plant seed to stand in a 
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highly watery condition at a low temperature for a period of time from several days to 
rosette formation in a temperature from 0-1 5C. 

The Examiner concedes that: "Ohkawa is silent on teaching that the plant seed is undergoes 
drying after immersion in the water and that the immersion and drying are conducted in a dark place." 
The Examiner has relied upon Coolbear et al. as teaching: 

.. .the seed treatment of allowing seeds to imbibe water at 10C in darkness and then 
drying the seeds (Coolbear Methods, first paragraph) and inherently relative humidity 
of 100% (Coolbear teaches the seeds are in a cover dish and are continuously kept 
moist thus the humidity if 100%, Methods line 2-4). 

The Examiner takes the position that: 

It would have been obvious to one of ordinary skill in the art to modify the teachings 
of Ohkawa with the teaching of Coolbear at the time of the invention for the known 
advantage of preventing defective germination and for storage since it is general 
knowledge in the art that light and darkness have effects on germinator. 

The Examiner further takes the position that: 

It would have been obvious to one of ordinary skill in the art that if a particular seed is 
a light germinator it is desirable to treat and store the seed in the dark to prevent 
germination. 

The Examiner has relied upon Khan as teaching that: 

... it is old and notoriously well-known to dry hydrated seeds in the dark to prevent a 
break in dormancy (Khan Co. 3 line 40-49). 

The Examiner takes the position that: 

It would have been obvious to one of ordinary skill in the art to modify the teachings 
of Ohkawa with the teachings of Khan at the time of the invention for preventing loss 
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of dormancy for storing seeds for several months as taught by Khan (Khan Col. 3 line 
50-52). 

It is believed that the Examiner has misinterpreted the teachings of Ohkawa et al. 

The Abstract indicates that Ohkawa et al. is concerned with decreasing rosette formation 
while preventing or suppressing seedling bolting. 

Thus, Ohkawa et al. is not at all directed to any improvement in the germination of the seeds 
or "inherently preventing] defective germination" as the Examiner states. 

Note specifically the Abstract reads, in part: 

Rosette formation and subsequent bolting of Eustoma grandiflorum are influenced by 
temperature conditions prior to seed ripening and after germination has 

commenced. Rosette formation was decreased if parent plants were matured at 

23/1 8°C (day/night) temperature was increased at 33/28°C. Further low temperature 
seed treatment of hydrated seed at 3°C or 10°C for 5 weeks decreased rosette 
formation and enhanced subsequent seedling bolting. 

As can be seen, Ohkawa et al. is primarily directed at subjecting plants (not seeds) to low 
temperature treatments after germination and prior to seed ripening. 

Experiment 1 of Ohkawa et al. corresponds to the cold treatment of plants referred to in the 
Abstract of Ohkawa et al. As set forth in Experiment 1, plants were transferred to natural- light 
phytotrons set at 33/28, 28/23 or 23/1 8°C day/night temperature. Seeds were then harvested from 
the plants and tested. 

The "further" low temperature treatment of the hydrated seeds mentioned in the Abstract of 
Ohkawa et al. (and cited above) is clarified in Experiment 2 of Ohkawa et al. In Experiment 2: 



7 



Appl.No. 10/007,186 

Seeds of 'Fukushihaf and 'Miyakomomo' were hydrated at 28/23°C for up to 3 days 
and then stored at 3 or 10°C for 5 weeks. These treatments were given under 
continuous irradiance (15.0-25.3 ^imol m" 2 s" 1 ). 

As can be seen, Ohkawa et al. teaches hydrating the seeds at a higher temperature (28/23°C) 
for "up to 3 days" (Note: 3 days is an express upper time limit). 

After this hydration step, the seeds are at stored at 3 or 10°C for 5 weeks during which 
storage the seeds are irradiated so that "Upon completion of the 3 or 10°C temperature treatment, 
seedlings were transferred into a 33/28 or 28/23°C (day/night) phytotron." 

Ohkawa et al. clearly teaches - and requires - the continued irradiance to produce seedlings 
which are subsequently sown and tested. 

Ohkawa et al. does not teach specifically teach "leaving the plant seed to stand in a highly 
watery condition at a low temperature. ... for a period of time of from several days to several months 
and drying the seeds immediately after leaving the seeds stand in the highly watery condition. 

Rather the seeds were expressly hydrated for only ct up to 3 days" at 28/23°C and thereafter 
merely stored at 3 or 10°C for 5 weeks, and subsequently collecting seedlings. 

After the hydration, Ohkawa et al. does not teach "leaving the plant seed to stand in a highly 
watery condition at a low temperature in a dark place for a period of time of from several days to 
several months as required by appellant's claimed invention. 

Rather, Ohkawa et al. teaches irradiating the seeds and developing seedlings. 

It would go against the express teachings of Ohkawa et al. to store the hydrated seeds in the 

dark. 

8 
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Further, it is noted that there is no suggestion or motivation to modify Ohkawa et al. to store 
the hydrated seeds in the dark. 

Further, there is no suggestion or motivation to dry the hydrated seeds of Ohkawa et al. 

Coolbear et al. does not include any discussion as to the effect of the low-temperature pre- 

sowing treatment on rosette formation other than the statement that: 

No evidence was found for improved seeding growth rates per se as a result of 
pretreatment: in fact, initial axis growth may be temporarily reduced, probably as a 
consequence of depletion of reserves during the treatment period. 

If anything, Coolbear et al. teaches that initial axis growth after germination may be at best 
'temporarily reduced." 

Coolbear et al, does not teach that the low-temperature pre-sowing treatment prevents rosette 
formation. 

Further, Coolbear et al. does not teach leaving the seeds in a highly watery condition at a low 
temperature in a dark place for a period of time of from several days to several months to inhibit 
defective germination and rosette formation of the plant seed as required by appellant's claims. 

Moreover, Coolbear et al. does not teach the time-critical condition of drying the seed in a 
dark place before the seed becomes active, the dark place being sufficient to prevent the plant seed 
from germinating. 

If anything Coolbear et al. teaches drying the seeds in open Petri dishes at room temperature. 
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From such a procedure it certainly cannot be inferred that Coolbear et al. provides any insight 
into (i.e. renders obvious) appellant's drying process that prevents defective germination and rosette 
formation. 

Khan is directed at a method of "inducing releasable dormancy in non-dormant plant seeds' 5 
which involves soaking the seeds in a "gibberellin synthesis inhibitor solution." 

As explained in column 2, lines 22-39 the gibberellin biosynthesis pathway includes seventeen 
steps. By introducing a gibberellin synthesis inhibitor into the seeds (by soaking the seeds in a 
gibberellin synthesis inhibitor solution), Khan induces dormancy into the seeds. 

The Examiner had previously relied upon Khan as teaching: 

...that it is old and notoriously well-known to dry hydrated seeds in the dark to 
prevent germination. 

Presently the Examiner has relied upon Khan as teaching: 

... it is old and notoriously well-known to dry hydrated seeds in the dark to prevent a 
break in dormancy (Khan Co. 3 line 40-49). 

The drying discussed at column 3, lines 40-52 of Khan in drying step (c), in which the 
hydrated seeds are dried in a dark place in order to prevent the inactive condition (i.e. dormancy) of 
the seed, is carried out after the immersion step (a) and after the washing step (b). 

Accordingly, the drying step (c) of Khan does not correspond to the drying step of the present 
invention in which the drying takes place immediately after leaving the plant seed to stand in the 
highly watery condition at the low temperature in a dark place. 

Further, as the Examiner is no doubt aware, Khan fails to teach appellant's steps (a) and (b). 

10 
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In the Response to Arguments section of the Office Action of November 2, 2007 the Examiner 
argued that: 

Ohkawa teaches allowing the seeds to sit in a hydrated condition at a low temperature 
for 5 weeks, 5 weeks is several days and more then on month (Ohkawa abstract). 

It is only the Examiner's conjecture that the seeds that were hydrated for up to 3 days in 
Ohkawa et al. are thereafter allowed to sit in "highly watery condition" (per appellant's claims) during 
the storage taught by Ohkawa et al. The teachings of Ohkawa et al. do not support the Examiner's 
position. 

The Examiner argued that Coolbear et al. teaches seed pre-treatment in a dark place at page 
186 in reference to "allowing seeds to imbibe distilled water at a constant 10°C in darkness." 

It is noted that this treatment is taught by Coolbear et al. as lasting 0.5 to 120 hours and 
afterwards the seeds were tried in open Petri dishes. 

The time period of 0.5- 1 20 hours is not at all comparable to the 5 weeks of storage taught by 
Ohkawa et al. during which seedlings are produced. 

Moreover, the pregerminants were expressly removed and discarded by Coolbear et al. If a 
similar procedure were applied to and followed in Ohkawa et al. all the seedlings (which are collected 
for testing by Ohkawa et al.) would be discarded. 

This means that the experimentation conducted by Coolbear et al. which involves drying 

imbibed seeds and throwing out pregerminants following by drying the seeds and testing the resulting 

seed has no relationship to Ohkawa et al. who conduct experimentation and tests on the seedlings 

obtained after hydration and storing under irradiation. 

11 



Appl.No. 10/007,186 

Thus, there is no basis for comparing and/or combining the teachings and conclusions reach by 
Ohkawa et al. and Coolbear et al. 

In the Advisory Action of February 20, 2008 the Examiner takes the position that "Applicant 
is arguing the references individually." 

As argued above, the teachings of the prior art references alone or in combination do not 
establish any combination of method steps that both prevent defective germination and rosette 
formation. 

Thus arguing the individual teachings of the references is germane to establishing that the 
combination thereof does not render appellant's claimed invention obvious. 

Only Ohkawa et al. mentions concerns about rosette formation and is otherwise silent about 
preventing defective germination. Coolbear does not mention preventing rosette formation. The 
gibberellin synthesis inhibitor that Khan uses to induce dormancy into the seeds has no practical 
application to Ohkawa et al. or Coolbear. 

CONCLUSION 

For the reasons advanced above, Appellant respectfully contends that the rejection of claims 1 , 

4 and 5 under 35 U.S.C. §1 03(a) as being unpatentable over Ohkawa et al., Coolbear et al. and Khans 

improper because the examiner has not met the burden of establishing a prima facie case of 

obviousness of appellants' claimed invention. 

Reversal of the outstanding rejections on appeal is respectfully requested. 
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To the extent necessary, a petition for an extension of time under 37 CFR §1.136 is hereby 
made. Please charge the fees due in connection with the filing of this paper, including extension of 
time fees, to Deposit Account No. 12-21 36 and please credit any excess fees to such deposit account. 




BUTZEL LONG 

350 South Main Street 

Suite 300 

Ann Arbor, Michigan 48104 
(734) 995-3110 
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CLAIMS APPENDIX 

Claim 1 : A method of preventing defective germination and rosette formation of a plant seed which 
tends to suffer from defective germination and rosette formation during growth thereof comprising 
the steps of: 

a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit defective germination and 
rosette formation of the plant seed, the dark place being sufficiently dark to prevent the plant seed 
from germinating; and 

b) drying the plant seed in a dark place being sufficiently dark to prevent the plant seed from 
germinating, said drying takes place immediately after leaving the plant seed to stand in the highly 
watery condition at the low temperature in a dark place, 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 
immersed in water at a temperature of from 0 °C to 15 °C. 

Claims 2 and 3 (Canceled) 

Claim 4: A method of preventing defective germination and rosette formation of a plant seed which 
tends to suffer from defective germination and rosette formation during growth thereof comprising 
the steps of: 
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a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit defective germination and 
rosette formation of the plant seed, the dark place being sufficiently dark to prevent the plant seed 
from germinating; and 

b) drying the plant seed in a dark place, before the seed becomes active, being sufficiently 
dark to prevent the plane seed from germinating, said drying takes place immediately after leaving the 
plant seed to stand in the highly watery condition at the low temperature in a dark place, 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 
exposed to an environment having a relative humidity of about 100% and a temperature of from 0 °C 
tol5°C. 

Claim 5 : A method of preventing rosette formation of a plant seed which tends to suffer from rosette 
formation during growth thereof comprising the steps of: 

a) leaving the plant seed to stand in a highly watery condition at a low temperature in a dark 
place for a period of time of from several days to several months to inhibit rosette formation of the 
plant seed, the dark place being sufficiently dark to prevent the plant seed from germinating; and 

b) drying the plant seed in a dark place, before the seed becomes active, being sufficiently 
dark to prevent the plane seed from germinating, said drying takes place immediately after leaving the 
plant seed to stand in the highly watery condition at the low temperature in a dark place, 

wherein in the step a) of leaving the plant seed in a highly watery condition the plant seed is 

immersed in water at a temperature of from 0 °C to 15 °C. 

15 



Appl.No. 10/007,186 

EVIDENCE APPENDIX 

1. In re Soni, 34 USPQ 2d 1684 (CAFC 1995) (Cited on page 6 of appellant's 
amendment filed September 17, 2002). 

2. In re Borkowski, 164 USPQ 642 (CCPA 1970) (Cited on page 5 of appellant's 
amendment filed March 10, 2005). 

3 . "The Condition for Germinating Grasses Based on IRST" (Exhibit "A" cited on page 6 
of appellant's amendment filed August 11, 2005). 

4. In re Rinehart, 189 USPQ 143 (CCPA 1976) (Cited on page 10 of appellant's 
amendment filed February 24, 2006 and on page 8 of appellant's amendment filed August 8, 2006). 

5. In re Shetty, 195 USPQ 753 (CCPA) (Cited on page 10 of appellant's amendment 
filed February 24, 2006 and on page 8 of appellant's amendment filed August 8, 2006). 

6. "Plant Growth" (Exhibit "A" cited on page 1 1 appellant's amendment filed August 8, 

2006). 



16 



Appi.No. 10/007,186 

7. Tanwar, "Saline Water Management for Irrigation" (Exhibit "B" cited on page 1 1 of 
appellant's amendment filed August 8, 2006). 

8. Ex parte Hartmann, 186 USPQ 366 (PTO BD App 1974) (Cited on page 12 of 
appellant's amendment filed September 4, 2007). 
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RELATED PROCEEDINGS APPENDIX 

Appeal No 2004-0035 vacated and remanded to the Examiner on September 28, 2004. 
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In re Soni 



-broader claim from encroaching on. prior art 
which the additional limitations, of the de- 
pendent claims avoid. 904 F.2d at .686, 14 
USPQ2d at 1949. Wilson does .not 1 address 
prosecution history. Further, in contrast to 
Wilson, the issue before us is riot the range of 
equivalents which, if analyzed as. hypotheti- 
cal; claims, would be patentable in light of 
the prior art, but what.qt her 'wise equivalent 
subject matter Southwall surrendered in the 
arguments made to. the examiner.. 

We. have considered Southwail's. other ar- 
guments;, on appeal, and find them un- 
persuasive arid separate discussion of them is 
unwarranted. 

CONCLUSION 

... Jkcause as. a- matter of law Cardinal's 
product does not contain a "sputter-deposit- 
ed dielectric" layer "directly contiguous" 
with a silver layer, even equivalently, the 
district court's grant of summary judgment 
for Cardinal was not in error. In accordance 
with the prosecution history, we interpret 
"sputter-deposited dielectric" to encompass 
only a dielectric layer formed by a one-step 
reactive sputtering technique. Moreover, 
Southwall . is estopped by the prosecution 
history from asserting a range of equivalents 
for the limitation "sputter-deposited dielec- 
tric" that includes a dielectric formed by a 
: tworstep process. Because Cardinal's ti- 
tanium oxide layer, which is directly contig- 
uous with its silver layer, is. formed by a 
two-step process; the titanium oxide is. nei- 
ther literally a "sputter-deposited dielectric" 
nor an equivalent of that limitation. As such, 
Cardinal's device lacks the limitation of 
claim 14 requiring a. "sputter-deposited di- 
electric" "directly contiguous" with a silver 
layer and, therefore, as a matter of law 
Cardinal cannot infringe the '745 patent. 
Accordingly, summary judgment of non-in- 
fringement was proper. 

AFFIRMED. 



U.S. Court of Appeals 
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34.USPQ2d 

.. Decided" May 9, 1995 
PATENTS 

1. Patentability /Validity — Obviousness — 

In general ( §11 5.0901) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Judicial review — Standard 
of review.^ Patents (§410.4607.09) 

Ultimate conclusion of obviousness made 
by Patent and- Trademark Office is question 
of lav^ although underlying factual findings 
are reviewed for.clear error; issue of whether 
patent applicant rhade showing of unexpect- 
ed results is one" of fact, subject to clearly 
erroneous standard r of review. 

2. Patentability/Validity — Obviousness — 

Secondary- considerations generally 
(§115.0907) 

Mere improvement. in properties does not 
always suffice to show unexpected results, 
but applicant's showing of substantially im- 
proved' results for invention, 1 arid statement 
that results were unexpected, should suffice 
to establish ■ unexpected results a bsent - evi- 
dence to contrary; applicants who' presehted 
specific data demonstrating . substantially 
improved properties for claimed conductive 
polymer compositions in which polymer has 
molecular weight :greater than 150,000, and 
stated that such results were unexpected, 
therefore established unexpected results for 
invention in absence of contrary evidence 
and successfully overcame prima facie case 
of obviousness. 

JUDICIAL PRACTICE AND 
PROCEDURE 

3. Procedure ^ Court of Appeals for the 

Federal Circuit (§410.03) 

Procedure — Judicial review — Appeal- 
ability (§410,4603) 

Assertion by Patent and Trademark Of- 
fice that applicants' showing of unexpected 
results for claimed chemical compositions is 
not commensurate with scope of claims, can- 
not be considered for first time on appeal 
from decision by Board of Patent Appeals 
and Interferences upholding rejection of ap- 
plication claims^ since new rationale cannot . 
be applied to support rejection in appeal 
from board's decision. 
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Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 
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Patent application of Pravin L. Soni, Cein- 
wen Rowlands, Larry Edwards and Mark 
Wartenberg, serial no. 07/462,893 (conduc- 
tive polymer compositions).. From decision 
by Board of Patent Appeals and Interfer- 
ences upholding examiner's rejection of 
claims 1-6, 8-12, and 2-1, applicants appeal. 
Reversed; Michel, J,, dissenting, 

Herbert G. Burkard, of Raychem Corp., 
Menlo Park, Calif;; for appellant. 

Karen A. Buchanan, assistant solicitor, 
PTO, Nancy J. Linck, solicitor, Albih.F. ■ 
Drost, deputy solicitor, Harris A. Pitlick, 
and James T. Carmichael, for appellee.. 

Before Michel, Lourie, and Bryson, circuit 
judges. v < . . : 

Lourie, J. 

Pravin L. Soni, Ceinwen Rowlands, Larry 
Edwards, and Mark Wartenberg (collective- 
ly "Soni") appeal-.from the decision .of the 
U.S. Patent and Trademark Office ("PTO") 
Board^ of Patent Appeals and Interferences 
affirming the. examiner's final rejection of 
claims 1-6, 8,12, and 21 of application Serial 
No. 07/462,893, entitled "Conductive, Poly- 
mer Compositions," as unpatentable oh the 
ground of obviousness under 3 5 U.S.C. § 103 
(1988). Because the PTO's conclusion that 
unexpected results were not shown was clear- 
ly erroneous, we reverse. 

BACKGROUND 

* The claimed invention relates to conduc- 
tive polymer compositions. .Claim 1- is 
illustrative: 

1 . A melt-processed composition which 
comprises 

(i) an organic polymer which is not 
crosslihked and has a molecular weight 
which is greater than 150,000 when mea- 
sured by high temperature gel permeation 
chromatography, and 

(ii) a particulate conductive filler which 
is dispersed in the polymer and which is 
present in [an] amount sufficient to render 
the composition electrically conductive 
(emphasis added). 

Soni's patent specification states that the 
claimed compositions have significantly im- 
proved physical and electrical properties 
compared to compositions using polymers 
having a molecular weight below 150,000. 
To illustrate this point, the specification de- 
scribes a number of tests comparing the 
properties of a composition of the invention 



composed of polyethylene, having a molecu- 
lar weight of 203,000 with a comparative 
composition composed of polyethylene hav- 
ing a molecular weight of 1 48,000. The data 
show at least a fifty-fold increase in tensile 
strength Jor the higher molecular weight 
composition compared to the lower molecu- 
lar weight composition. The.'data also show 
at least a five-fold increase in peel strength as 
well .as . improved resistivity and recovery 
behavior properties. From these data, the 
specification concludes that."[t]he tensile, 
. peel, resistivity behavior and . recovery tests 
show significantly improved properties for a 
polymer having a molecular [weight] of 
203,000 compared to one having a molecular 
weight of 148,000, which are much greater 
than would have beeh predicted given the 
difference in their molecular, weights." 
: ■. Paring prosecution, the examiner rejected 
the claims over the following prior art: 



Rosenzweig et al. 
Spm et al 
Lunk e t a I. 
, Taylor 
^u et al. 
Qapaccio et al. 
Ward.etai. 



U.S. Patent 4,775,501 
.U.S. Patent 4,921,648 
U.S. Patent 4,624,090 
U.S. Patent 4,426,633 
U.S. Patent 4,228,118 
U.S. Patent 4,268,470 
U.S. Patent 3,962,205 



The , examiner first rejected claims 1-6, 
8-.12,and21 under 35 U.S.C. §§ 102 or 103 
as being anticipated by or. obvious from the 
disclosures of the Rosenzweig or Soni pat- 
ents, the examiner took the position that 
each of these references discloses all of the 
limitations recited in the claims. Second, the 
examiner rejected claims 1-6, 8-12, and 21 
under § 103 as being unpatentable over Lunk 
.or .Taylor* taken, alone or in Combination 
with Rosenzweig, Soni v Wii, Capaccio, or 
Ward. The examiner asserted that each of 
Lunk and Taylor discloses a melt-processed 
composition comprising an organic: polymer 
and . a particulate conductive filler. While 
acknowledging that Lunk and Taylor are 
silent as to the molecular weight of the poly- 
mers used, the examiner argued that a per- 
son of ordinary skill in the art would have 
selected a polymer having a molecular 
weight within the claimed range. Wu, Ca- 
paccio, and Ward were cited for their disclo- 
sures of melt-processable organic polymers 
having molecular weights within the claimed 
range. 

The rejections were subsequently made 
final, and Soni appealed to the Board. The 
Board affirmed the first rejection on the 
ground of § 103, but reversed it with respect 
to § 102. The Board found that the parent 
application commonly shared by Soni and 
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Rosenzweig : ' did riot- disclose the specific 
molecular weight limitation found in the 
claims and thus tHe claims were not antici- 
pated by Soni or Rbserizweig under § 102(a) 
or (e). The Board found, however, that 
[i] f higher molecular weight melt-process- 
able polymers, were, not available at the 
ti me t h e pa re nt a ppl ica t id ri wa s fi 1 ed , t hey 
certainly became.available by the time of 
appellants 7 invention, as evidenced by ap 
pedants' acknowle'dgetfierits in the present 
specification, i.e., that the compositions in 
the appealed claims are based on commer- 
cially available polymers ft is also ac- 
knowledged on this record that one. of 
ordinary stall in the relevant art would 
. have expected higher molecular weight 
polymers to result in .better composition 
properties. See the present specification at 
page 17, lines 22'tp.28. On this record, ..it 
would have constituted nothing more than 
the exercise of ordinary skill for one. to 
have, selected commercially " available 
: higher molecular weight polymers to use 
in; the me It- processes of the references v to 
obtain advantageous physical properties in 
the resulting product (emphasis added) 
In response to Soni s argument that its 
specification "describes unexpected results, 
the Board stated: 

In the referenced portion of the present 
specification, it is also asserted- that the 
improvement in proper ties, resulting from 
the use of the specific class of molecular 
weights set forth in appellants' claims was 
"much greater than would have been pre- 
dicted However, this record appears to 
be devoid of any evidence to support that 
conclusion Thus, to whatever extent it 
may be considered that there is any evi- 
dence of unobviousness, it is clearly insuf- 
ficient to outweigh the evidence of obvi- 
ousness of record (emphasis added), 
the Btoard also affirmed the § 103 rejec- 
tion based on Lunk or Taylor, taken. a|ohe or 
in combination with the. other references 
cited by the examiner The Board found that 
.Lunk would have anticipated, the. claimed 
invention except that the reference does not 
explicitly disclose polymers having a molecu- 
lar weight greater than 150,000. The Board 
further found that 
selection of a specific molecular weight 
from within the very high molecular 



1 The Rosen zweig and Soni patents are both 
continuations-in-part' of U.S. patent application 
Serial No. '596,761, filed April 4. 1984, now 
abandoned. 



weight class disclosed by Lunk would hav 
been obvious to one of ordinary skill in th 
relevant art, and there is no convincin 
evidence that unobvious results are assoc 
ated with the specific molecular weigl 
limitation in question. Similarly, there i 
not evidence that substitution of .othe 
well-known melt-processable polymers i 
the Lunk composition produces unobviou 
results. 

The Board noted that this analysis applie 
equally to the Taylor reference and foun 
the. remaining references essentially supei 
fluous in view of. Lunk of Taylor. 

Soni requested reconsideration of th 
Board's decision, arguing that the Boar 
ignored the evidence of unexpected result 
disclosed in the specification. On reconsidei 
ation, the Board adhered to its decision: 
That which appellants characterize a 
"evidence" consists of conclusory staU 
ments made in the original specificatio 
concerning unpredictable difference.' 
which statements are unsupported by an 
factual data. In a given case, this coul< 
conceivably be adequate; however; wher 
as here the evidence of obviousness fouh< 
in the references is quite strong, this typ 
of unsupported conclusion is inadequate t» 
outweigh it (emphasis added). 
Soni now. appeals. 

DISCUSSION : 

[1] We review de novo the PTOs ultimat- 
conclusion of obviousness, a question of law 
although its underlying factual findings an 
reviewed for clear error. In re Vaeck, 94' 
F.2d488,493,20USPQ2d 1438, 1442 (Fed 
Cir: 1991); In re Woodruff, 919 F.2d 1575 
1577, 16 USPQ2d 1934, 1935 (Fed. Or 
1990). The question whether an applican 
made a showing of unexpected results is om 
of fact, subject to the clearly erroneou 
standard of review. 

On appeal; Soni concedes that the prio 
art relied upon establishes a prima facie cas< 
of obviousness. Thus, the sole question fo: 
resolution is whether Soni carried its burdei 
of rebutting the prima facie case of obvious 
ness. See In re Rijckaert, 9 F.3d 1 531, 1532 
28 USPQ2d 1955, 1956 (Fed. Cir. 1993; 
(prima facie case of obviousness shifts bur 
den to applicant to come forward with rebut 
tal evidence or argument). 

The references cited describe relevan 
compositions containing, polyethylene and. t 
conductive filler. We need not focus, on the 
specific disclosures of the references since it 
is conceded that the correctness of the rejec 
tions boils down to the question whether the 
data in Soni's patent specification show thai 
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the compositions of the claims exhibit unex- 
pectedly, improved physical and electrical 
properties, compared to lower molecular 
weight compositions. 

Soni argues that it overcame the prima 
facie case of obviousness because its patent 
specification contains data showing that, the 
claimed compositions do exhibit unexpected- 
ly improved properties. Soni further argues 
that the Board ignored these data,. pointing 
to the Board's, statements that Soni's claim 
of unexpected results was "unsupported by 
any factual evidence"' and that "this record 
is devoid of any evidence." 

In reply, the PTO maintains that Soni has 
not met its burden of rebutting the prima 
facie case of, obviousness;.Sj?ecifically, the 
PTO contends that the Board did in fact 
consider the data in Soni's specification, but 
found the data un persuasive. The PTO 
points out that Soni's statement that the 
results were unexpected is conclusory and 
that the record lacks any evidence or expla- 
nation why the results were unexpected. The 
Board, the PTO notes, found that Soni had 
acknowledged that improved properties 
would have been expected for higher molecu- 
lar weight compositions. The PTO contends 
that, because Soni did not prove, or even 
state< how much improvement would have 
been expected, there is no factual basis for 
analyzing whether Soni's data show unex- 
pected results. Thus, inthe PTO's view, the 
comparative data are entitled to little proba- 
tive weight. The PTO also contends that any 
showing of unexpected results made by Soni 
was not commensurate in scope with the 
appealed claims. 

The patent statute provides that "[a] per- 
son shall be entitled to a patent unless" any 
of the § 102 or 103 bars applies. 35 U.S.C. 
§ 102. When a chemical composition is 
claimed, a prima facie case of obviousness 
under § 103 may be established by the PTO's 
citation of a reference to a similar composi- 
tion, the presumption being that similar com- 
positions have similar properties. See In re 
Dillon, 919 F.2d 688, 692, 16 USPQ2d 
1897, 1901 (Fed. Cir. 1990) (en banc) 
("structural similarity between claimed and 
prior art subject matter, . . . where the prior 
art gives reason or motivation to make the 
claimed compositions, creates a prima facie 
case of obviousness"), cert, denied, 500 U.S. 
904 (1991) .One way for a patent applicant 
to rebut a prima facie case of obviousness is 
to make a showing of "unexpected results," 
i.e., to show that the claimed invention exhib- 
its some superior property or advantage that 
a person of ordinary skill in the relevant art 
would have found surprising or unexpected. 
The basic principle behind this rule is 



straightforward — that which would have 
been surprising to a person of ordinary skill 
in a particular art would hot have been 
obvious. The principle applies, most often to 
the less.predictable fields, such as chemistry, 
where minor changes in a product or process 
may yield substantially different results. 

Consistent with the rule that all evidence 
of nonobviousness must be considered when 
assessing patentability, the PTO must con- 
sider comparative data in the specification in 
determining whether the claimed invention 
provides unexpected results. In re Margolis, 
785 F.2d 1029, 1031, 228 USPQ 940, 941-42 
(Fed. Cir. 1986). However, "fi]t is weifset- 
tled that unexpected results must be estab- 
lished by factual evidence. Mere argument 
or conclusory statements in the specification 
does not suffice." In re DeBlauwe, 736 F.2d 
699, 705, 222 USPQ 191, 196 (Fed. Cir. 
1984); see also In re Wood, 582 F.2d 638, 
642, 199 USPQ 137, 140 (CCPA 1978) 
("Mere lawyer's arguments and conclusory 
statements in the specification, unsupported 
by objective evidence, are insufficient to es- 
tablish unexpected results."); In re Lindner, 
457 E2d 506, 508, 173 USPQ 356, 358 
(CCPA 1972) ("[M]ere conclusory state- 
ments in the specification . . . are entitled to 
little weight when the Patent Office ques- 
tions the efficacy of those statements."). : . 

Here, Soni's specification contains more 
than mere argument or conclusory state- 
ments; it contains specific data indicating 
improved properties. It also states that the 
improved properties provided by the claimed 
compositions "are much greater than would 
have been predicted given the difference in 
their molecular weights." The Board in- 
ferred from this statement a concession that 
a person of ordinary skill in the art would 
have expected a composition using a higher 
molecular weight polymer to yield better 
results than one using, a lower molecular 
weight polymer. Further, while the Board 
accepted this part of the statement as true, it 
declined to accept the statement's conclusion 
that the improvements , were much greater 
than would have been predicted. We think 
the Board read too much into the statement 
in concluding that it amounted to a conces- 
sion that one skilled in the art would have 
expected improved properties. One can just 
as readily interpret the statement as mean- 
ing that one would not have expected the 
improvement that was realized, given the 
molecular weights, not that the improvement 
was expected. Moreover, it is illogical for the 
Board, without reason, to accept as true only 
that part of Soni's statement which supports 
the PTO's theory of unpatentability, while 
rejecting the remainder of the statement. 
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The Board further stated that.it could 
have taken judicial notice of the fact that 
higher molecular weight polymers, would 
have been expected to tolerate higher filler 
loadings without degradation in properties 
and that it could have taken notice of the fact 
that it is the polymer per se that primarily 
determines the mechanical properties of a 
rilled polymer composition. To support the 
latter, principle, the Board cited a technical 
dictionary,, which states that "[t]he polymer 
matrix primarily determines the mechanical 
properties of the composite system." The 
dictionary does not state, however, that high- 
er molecular weight polymers form" im- 
proved conductive polymer; compositions. 
Thus, .we find the Board's reliance oh judici- 
al notice to be no more convincing than its 
reliance on Soni's alleged admission. 

[2] Mere improvement in properties does 
not always suffice to show unexpected re- 
sults. In our view, however, when a ri appli- 
cant demonstrates substantially improved 
results, as Soni did here, and states that the 
results were - unexpected, this shouldysuffice 
to establish unexpected results in the absence 
of evidence to the contrary. Soni, who owed 
the PTO a duty of candor, made such a 
showing here. The PTO lias not provided any 
persuasive basis to question Soni's compara- 
tive data and assertion that the demonstrat- 
ed results were unexpected. Thus,, we are 
persuaded that the Board's finding that Soni 
did not establish unexpected results is clearly 
erroneous. 

The cases cited by the dissent are not to 
the contrary. Neither De Blauwe, nor Wood, 
nov Lindner requires a showing of unexpect- 
edness separate from a showing of signifi- 
cant differences in result. Nor does Merck, 
which involved compositions understood to 
differ only in "a matter of degree." Those are 
not the facts here, where substantially im- 
proved properties were shown. Given a pre- 
sumption of similar properties for similar 
compositions, substantially improved proper- 
ties are ipso facto unexpected. The difficulty 
postulated by the dissent in distinguishing 
substantial from insubstantial improvement 
is no greater than the PTO and -the courts 
have encountered, successfully, for many 
years in making judgments on the question 
of obviousness. It is not unworkable; it is 
simply the stuff of adjudication. Nor does it 
change established burdens of prbtif. The 
PTO here established a prima facie case, the 
applicant responded to it with a showing of 
data; and the PTO made an inadequate chal- 
lenge to the adequacy of that showing. 

On appeal before us the PTO raises for the 
first time the argument that Soni's showing 
of unexpected results is not commensurate in 



scope with the claims. See In re Dill, 604 
F.2d 1356, 1361,. 202 USPQ; 805, 808 
(CCPA 1979) ("The. evidence presented to 
rebut a prima facie case of obviousness must 
be commensurate in scope with the claims to 
which it pertains."). Here, claim l 'broadly 
encompasses all- meit-processed compositions 
comprising a polymer having a molecular 
weight greater than 150,000. The proof of 
unexpected results, on the other hand, is 
limited to a single species within the claimed 
range, polyethylene having a molecular 
weight of 203,000. The same deficiency is 
said to apply to the dependent claims. Claim 
6, for example, recites a composition in 
which the polymer is polyethylene having a 
molecular weight of 200,000 to 400,000. . 

(3] We will not consider this argument for 
the first time on appeal. See De Blauwe, 736 
F.2d at 705 n.7, 222 USPQ at 196 n.7 
("[TJhe Solicitor cannot raise a new ground 
of rejection or apply a new rationale to 
support a rejection in appeals from decisions 
of the board.") (emphasis added). Since the 
only rejection made and. argued in the PTO 
was based on the asserted failure of the data 
concerning the 203,000 molecular weight 
composition to evidence unexpected proper- 
ties, and we have concluded that that rejec- 
tion was erroneous, we must reverse the 
rejection of all of the claims. If, following 
return of this case to the PTO, the PTO 
considers that a new obviousness rejection 
should be made of claims broad enough to 
encompass compositions that have not been 
held in this decision to have unexpected supe- 
riority, it is free to do so. 

CONCLUSION 

The Board's decision affirming the final 
rejection of claims 1-6, 8-12, and 2 1 is 

RESERVED. 



Michel, J., dissenting. 

As the majority observes, the question 
presented by Soni's appeal is a narrow and 
factual one: namely, "whether the data in 
Soni's patent specification show that the 
compositions of the claims exhibit unexpect- 
edly improved physical and electrical proper- 
ties compared to lower molecular weight 
compositions." Slip dp. at 6. I am unable to 
answer this controlling question in the affir- 
mative. But, in reversing the Board's deci- 
sion, the majority overturns a well-settled 
facet of the law of rejections for obviousness 
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by eliminating altogether one of the two 
requirements of a successful rebuttal case of 
unexpectedly improved results-namely, ob- 
jective-proof that the observed improvement 
was indeed unexpected. Having so ampu- 
tated the applicable legal rule, the majority 
finds clear error where, applying precedent * I 
see no error at all. I therefore respectfully 
dissent. 



DISCUSSION 

According to Soni's specification, the 
claimed invention derives entirely from -the 
"discover[y]" that use of "a melt-process- 
able polymer having a molecular weight 
greater than 150,000" yields a conductive 
filler-polymer composition with "significant- 
ly improved physical arid electrical proper- 
ties, compared to those [made with] poly- 
mers.of lower molecular weight, for the same 
filler loading." These improvements are, ac- 
cording to Soni, both "valuable and 
surprising." 

The specification supports the assertion of 
significantly improved properties with data 
from a set of tests comparing two composi- 
tions. According to the specification, 

A number of physical tests were carried 
out on samples of polyethylene to show the 
significant improvement in the physical 
properties that is [sic, are] observed at a 
molecular weight value of 150,000. Ten- 
sile tests, peel tests, resistivity behavior 
tests and recovery behavior tests were car- 
ried out. Each test was carried out on 
samples of Marlex HXM 50100 (Polyeth- 
ylene, molecular weight 203,000, a compo- 
sition according to the invention) and also 
on comparative samples of Marlex 6003 
(polyethylene, molecular weight 148,000, 
outside the scope of the present invention) . 
After detailing the results of these compara- 
tive tests, the specification continues with 
the following, ostensibly summary, assertion: 
The tensile, peel, resistivity behavior 
and recovery tests show significantly im- 
proved properties for a polymer having a 
molecular [weight] of 203,000 compared 
to one having a molecular weight of 
148,000, which are much greater than 
would have been predicted given the dif- 
ference in their molecular weights. 
It is critically important to note that the final 
phrase of this sentence, an assertion made 
without objective support, is the only evi- 
dence Soni.has ever offered to show that the 
variety . of improvements observed in the 
change from a 148,000-molecular-weight to 
a 203.000-molecular-weight polymer were 
"much greater than would have been pre- 



dicted" — that is. were unexpectedly large. 
It is also important to note that the majority 
concedes that the data show the observed 
degree of improvement but not that the ob- 
served degree of improvement was unexpect- 
ed. Slip op. at 8 (Soni indicates improve- 
ments by "specific. data," but only "states" 
unexpectedness). 

The examiner rejected Soni's claims as 
anticipated by or obvious from a number of 
prior art references, and the Board affirmed 
the rejection on obviousness grounds. During 
the course of its analysis, the Board focused 
on the specification's assertion "that the im- 
provement in properties . . . was much great- 
er than would have, been predicted'," but 
found the record devoid of any evidence to 
support that conclusion." The Board found 
that this statement, while some evidence of 
unobviousness, was clearly insufficient to 
outweigh the evidence of obviousness of rec- 
ord." It adhered to this view on reconsider- 
ation, observing that the only evidence of 
unexpectedness Soni brought forward "con- 
sists of conclusory statements made in the 
original specification concerning unpredict- 
able differences, which statements are un- 
supported by any factual data. 

On appeal, Soni "cdncede[s] that the 
claimed invention would be prima facie obvi- 
ous under 35 U.S.C. § 103, but contend[s] 
that the evidence in the specification clearly 
rebuts the prima facie case and establishes 
the patentability of the claims." Soni's con- 
tention persuades me no more than it did the 
Board. 

The applicable legal rules are both clear 
and longstanding. First, as we noted in In re 
Oetiker, [t]he prima facie case [of obvious- 
ness] is a procedural tool of patent examina- 
tion, allocating the burdens of going forward 

as between examiner and applicant As 

discussed in In re Piasecki[, 745 F.2d 1468, 
1472, 223 USPQ 785, 788 (Fed. Cir. 1984)], 
the examiner bears the initial burden, on 
review of the prior art or on any other 
ground, of presenting a prima facie case of 
unpatentability. If that burden is met, the 
burden of coming forward with evidence or 
argument shifts to the applicant" 977 F.2d 
1443, 1445 ; 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992) (emphasis added) (citations omit- 
ted). Soni concedes that the examiner prop- 
erly made out a prima facie case of obvious- 
ness, and thus concedes that it bore the 
burden of coming forward with evidence to 
rebut that case. Second, "whether [the appli- 
cant's] rebuttal evidence is sufficient to per- 
suade the examiner that unexpected results 
exist is an evidentiary matter left for the trier 
of fact." In re Johnson, 747 F.2d 1456, 1460, 
223 USPQ 1260, 1263 (Fed. Cir. 1984), and 
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reversed' on appeal only where clearly errone- 
ous, In re Caveney, 761 F. 2d. 671, 674, 226 
USPQ 1,3 (Fed, Cir. 1985). Far from clear- 
ly erring, the Board . correctly, evaluated 
Soni's rebuttal evidence, according to the 
controlling cases, as slight and insufficient. 

One way for an applicant to satisfy the 
burden of coming forward with evidence to 
rebut the prima facie case of obviousness is 
to demonstrate that the claimed invention 
yields unexpected results. In re Davies, 475 
F.2d 667, 670, 177 USPQ 381, 384 (CCPA 
1973). As In re Lindner makes clear, the 
applicant's rebuttal evidence of unexpected- 
ness must.be objective: 

The affidavit and specification do con- 
tain allegations that synergistic results are 
obtained with all the cjaimed composi- 
tions, but ... mere lawyers' arguments 
unsupported by factual evidence are insuf- 
ficient to establish unexpected results. 
Likewise, mere conclusory. statements in 
the specification and affidavits are enti- 
tled to little weight when the Patent Office 
questions the efficacy of those statements. 
. ... [W]e agree with the board that there js 
insufficient evidence to overcome the case 
of prima facie obviousness found to exist 
here. 

457 F.2d 506, 508-09, 173 USPQ 356, 358 
(CCPA 1972) (emphasis added) (citations 
omitted). See also In re De Blauwe, 736 F.2d 
699, 705, 222 USPQ 191, 196 (Fed. Cir. 
1984) ("It is well settled that unexpected 
results must be. established by. factual evi- 
dence. Mere argument or conclusory state- 
ments in the specification does not suffice. "); 
In re Wood, 582 F.2d 638, 642, 199 USPQ 
137, 140 (CCPA 1978) ("Mere lawyer's 
arguments and conclusory statements in the 
specification, unsupported by objective evi- 
dence, are insufficient to establish unexpect- 
ed results."). See also In re Carabateas, 357 
F.2d 998, 1001, 149 USPQ 44, 46-47 
(CCPA 1966) (Rich, J., concurring in the 
judgment) ("[T]he art makes no suggestion 
whatever that a reversal of the ester linkage 
would result in . an increased activity ap- 
proximating the nineteen-fold . increase 
found by appellant. At the very best, the art 
suggests an increase of the order of four to 
eight times. . . : The question is not, it seems 
to me, whether the art suggests an improve- 
ment, but rather whether it reasonably sug- 
gests the particular improvement relied 
upon for patentability in both its qualitative 
and quantitative sense."). The majority ac- 
knowledges this principle but declines to ap- 
ply it to the case at bar. 

Soni failed to come forward with factual 
evidence tending to establish the unexpected- 
ness of the observed degree of improvement 



in the claimed composition's physical proper- 
ties, choosing instead to rely on the combined 
force of its'data about the improvements and 
the subjective conclusory statement, that 
such improvements, "are much greater than 
would have been predicted given the differ- 
ence in their molecular weights" The Board 
read this statement, quite naturally, as a 
concession that some lesser degree of im- 
provement in properties would have been 
predicted from the difference in molecular 
weights alone, or, in the Board's words, as an 
"acknowledge [ment]" that "one of ordinary 
skill in the .relevant art would have expected 
higher, molecular weight polymers to. result 
in better- composition properties." 1 In light 
of the concession, the lack of objective evi- 
dence of the unexpectedness, as distinct from 
the magnitude, of the improvements proved 
fatal to Soni's appeal before the Board, just 
as cases such as Lindner require. The major- 
ity, however, now excuses Soni by eliminat- 
ing the requirement that the improvement's 
unexpectedness be demonstrated objectively. 

The majority claims that "the Board ac- 
cepted this [concessionary] part of the state- 
. ment as true, [but] it declined to accept the 
statement's conclusion that the improve- 
ments were much greater than would have 
been predicted," and. then criticizes this rea- 
soning as "illogical " Slip op., at 8, 9. There is 
nothing in the; Board's opinion, however, to 
suggest that it failed to credit Soni with the 
statement's full worth — namely, the worth 
of a candid report of Soni's sincere subjective 
belief that he would not have predicted the 
changes in properties that he observed on the 
basis of the difference in the polymers' mo- 
lecular weights. Of course, such a conclusory 
statement reporting the inventor's subjective 
belief has virtually no worth at all as evi- 
dence of unexpectedness; despite the major- 
ity's appeal to them, Soni's actual candor is 
not doubted and his duty of candor is not 
relevant. Slip op. at 9. Our cases require 
objective rebuttal evidence of unexpected- 
ness. Thus, far from falling prey to faulty 



1 Indeed, Soni continued to make this same 
concession on appeal before us, albeit implicitly, 
See, e.g., Reply Brief at 4-5 ("As to the results 
which would be expected with polymers of molec- 
ular weight less than 203,000, one of ordinary 
skill in the art, having learned of the surprising 
good results provided by a molecular weight of 
203,000 as compared to a molecular weight of 
148,000, and knowing that molecular weight- is a 
continuously variable quantity, would expect that 
the improvements would continue to be observed 
as the molecular weight was reduced below 
203,000, by a degree which was diminishing, bui 
nonetheless surprising."). 
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reasoning, the Board correctly found that 
Soni's conclusory. statement regarding the 
unexpectedness of the improvements, how- 
ever heartfelt, was "clearly insufficient to 
outweigh the evidence of obviousness of 
record/' V; ■.'..*•<;'..-•■ 

Indeed,, trie Board's approach would have 
beerr proper even if Soni had never conceded 
that a lesser degree of improvement would 
have beeil predicted based on the change in 
molecular weights alone. Neither the specifi- 
cation nor any post-rejection submission con- 
tains objective evidence 3< tending to estab- 
lish either (1) a baseline of expected 
improvements against which to measure the 
observed improvements, or (2) the lack of 
any such baseline expectation in the relevant 
prior art, as a result of which all degrees of 
improvement would be unexpected. Without 
establishihg a- baseline or the unavailability 
of one, however, unexpectedness cannot be 
proved/ 

Our decision in In re Merck & Co.; Inc., 
800 F.2d 1091; 231 USPQ 375 (Fed. Cir. 
1986), illustrates the point. Merck was the 
assigriee of a patent claiming a method of 
treating depression in humans comprising 
oral administration of amitriptyline, or its 
non-toxic salts, in a daily dosage of 25 to 250 
milligrams. During reexamination, the ex- 
aminer rejected the relevant claims on both 
anticipation and obviousness grounds, and 
the Board sustained the rejection for obvi- 
ousness on review. The prior art taught, inter 
alia, that (1) amitriptyline is psychoactive, 
(2) imipramine, which, differs from ami- 
triptyline only in the replacement of the 
unsaturated carbon atom in its central ring 
with a nitrogen atom, is a highly effective 
antidepressant, (3) the replacement of the 
nitrogen atom in the central ring of a pheno- 



2 One might also note that even if, as the 
majority claims, the Board had "accepted] as 
true only that part of Soni's statement," slip op. 
at 9, the Board would not thereby have violated 
any principle of logic. Rather, it would have been 
obeying principles of experience. Soni's conces- 
sion was a statement against its own proprietary 
interest and thus more likely to be true. See, e.g., 
Fed. R. Evid. 804(b)(3) ("statement against in- 
terest" exception to the rule against hearsay). 
The" latter part of the statement, by contrast, was 
completely ^elf-serving and thus less likely to be 
true..." 

,. 1 1.do war understand the requirement that 
the evidence be objective to require that it be 
numerical. In other words, quantitative tests, by 
the applicant or in the prior art, are not the sine 
vita non of objectivity; to be objective, the evi- 
dence must justify,' rather than merely report, the 
subjective experience of surprise at an observed 
degree of improvement. 



thiazihe compound with an unsaturated car- 
bon atom yielded a thioxanthene derivative 
with strongly similar pharmacological prop- 
erties, and (4) imipramine and amitriptyline 
have a variety of similar pharmacological 
properties unrelated to the treatment of de- 
pression. Id. at. 1094-95, 231 USPQ at 
377-78. On appeal, we affirmed the Board's 
conclusion that "one of ordinary skill in the 
medicinal chemical arts . . . would have ex- 
pected amitriptyline to resemble imipramine 
in -the alleviation of depression in humans." 
Id. at 1097, 231 USPQ at 379. Merck con- 
tended, as it had before the Board; that 
amitriptyline had unexpectedly more potent 
sedative and anticholinergic effects than imi- 
pramine,' supporting its contention with an 
affidavit from a professor of psychiatry and 
the published record of a symposium of phy- 
sicians and psychiatrists concerned with the 
treatment of depression. Id. at 1098, 231 
USPQ at 380. Both the affidavit and the 
symposium, however, merely noted the dif- 
ference in effects between imipramine and 
amitriptyline without touching on the unex- 
pectedness. of the fact of or decree of differ- 
ence. Id. We rejected Merck's theory, rea- 
soning as follows: 

The core of it is that, while there are 
some differences in degree between the 
properties of amitriptyline and imipra- 
mine, the compounds expectedly have the 
same type of biological activity. In the 
absence of evidence to show that the prop- 
erties of the compounds differed in such an 
appreciable degree that the difference was 
really unexpected . . . appellants' evidence 
was insufficient to rebut the prima facie 
case. The fact that amitriptyline and 
imipramine, respectively, helped some pa- 
tients and not others does not appear sig- 
nificant. As noted by the Board, a differ- 
ence in structure, although slight, would 
have been expected to produce some dif- 
ference in. activity. 
Id. at 1099 T 2.31 USPQ at 381. In short, 
where an applicant . fails to establish the 
relevant baseline according to which the 
Board can evaluate the unexpectedness of 
any observed improvements, he has failed to 
come forward with effective rebuttal evi- 
dence. It is true that Merck.does not explicit- 
ly hold that unexpectedness must be proved 
separately by objective evidence. Nor do the 
earlier cited cases. But that, I submit, is their 
logic. Otherwise, an ostensibly two-part in- 
quiry collapses in effect to a. one-part inquiry. 

According, to the majority, "an applicant 
[who] demonstrates substantially improved 
results, as Soni did here, and states that the 
results were unexpected , . . establishes] un- 
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expected results in (he absence of evidence to 
the contrary." Slip op. at 9. This new rule for 
assessing an applicant's rebuttal evidence 
eliminates what I take to be the applicant's 
burden of coming forward with .objective 
evidence of unexpectedness and thus directly 
contradicts the holdings I discern from the 
controlling cases. Quite apart from the quick 
work it makes of cases such as Lindner and 
Merck, however, the. majority's new rule 
may be inherently unworkable. For example, 
one may well.ask how large improvements in 
results must be before the Board must con- 
sider them . to be "substantially- improved 
results" such that they amount to an effec- 
tive rebuttal of a prima facie case of obvious- 
ness. The majority provides no guidance on 
the question, despite how critical it is to the 
workings of the new rule. 

Perhaps the majority, means to say little 
more than that, for claims drawn to.polymcr 
compositions, a 50-fold improvement. in ten- 
sile strength after a 37% increase .in. the 
polymer's molecular weight requires the con- 
clusion that the claimed invention is un- 
obvious, limiting the effect.of this case large- 
ly to the world of conductive polymer 
composition technologies. This reading 
would make the majority's decision relative- 
ly innocuous but all the more mysterious a 
departure from the twchpart requirement of 
the governing cases. Or perhaps the majority 
means to "say, more generally, that examin- 
ers, Board members, and Federal Circuit 
judges will know "substantial" improve- 
ments when they see them. Disagreements 
among these, evalua tors are, of course, inevi- 
table, and will likely be frequent. This read- 
ing, though less perplexing, would have far 
broader implications: unhindered by any ob- 
jectively established baseline of expected im- 
provement in the relevant art, the assessment 
of an applicant's unsupported assertion that 
the observed degree of improvement was 
unexpected can flex to suit the taste of the 
assessor, thus destabilizing the obviousness 
inquiry and virtually ensuring litigation 
through final appeal to us in most every case 
of allegedly unexpected improvement-. The 
resulting loss of objectivity and predictabi- 
lity bodes ill for patentability 
determinations. 

Similarly perplexing is the majority's ref- 
erence to "the absence of evidence to the 
contrary." Slip op. at 9. First, this eliminates 
the applicant's obligation to come forward 
with evidence, the obligation that was the 
heart of the established rule. Second, it as- 
sumes that an unfair burden has been placed 
on the applicant. If the burden were one of 
persuasion, perhaps. But a mere burden of 
coming forward? 



CONCLUSION 

. I question the desirability of the majority's 
new rule for assessing anapplicant's rebuttal 
evidence of unexpectedness, according to 
which there need, not be any objective evi- 
dence. of unexpectedness :other than the in- 
ventor's unsupported assertion that an arti- 
san would not have expected so great an 
improvement in light of the, changes made. 
Even if desirable, such a rule is certainly not 
the one our cases have established. Nor does 
the majority nierely create an exception to 
the settled rule; it. altogether abolishes the 
rule in favor of a "substantially improved 
results 97 standard that will often be met. 
Many. cases will be decided differently in the 
future as a consequence. . '. 

Because of dramatic improvements here, 
the majority sets off on a dramatic departure 
from the law as it stood before this case, a 
departure I do not think it either explains or 
justifies. Nor will the new ru|e be easy to 
apply or predictable in its application. If the 
old. rule is too harsh here, then at most a 
narrowly defined exception could perhaps be 
crafted. Instead, the majority upends settled 
law for all cases in all arts. Like the Board, I 
would follow the rule of cases such as Merck 
and Lindner and would , thus affirm the 
Board's rejection of Sorii's application. 



U.S. District Court 
Northern District of California 

American Economy Insurance Co. v. 
Reboans Inc. 

NO..C-92-4341-DLJ 
Decided December 27, 1994 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Infringement; conflicts between marks — 
In general (§335.01) 

Insurance policy that includes coverage 
for "advertising, injury" caused by insured 
arising out of "infringement of copyright, 
title or slogan" imposes duty on insurer to 
defend insured in action ajleging trademark 
inf ringement, since policy must be construed 
to provide coverage for injuries arising out of 
insured's infringement of name or designa- 
tion, if such infringement was committed in 
course of advertising insured's goods, and 
since complaint in underlying suit alleges 
that plaintiff therein suffered recoverable 
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With this we disagree for the reasons 
stated above with regard to the, Davis refer- 
ence. Appellants have excluded from the 
scope of their claims any purified natural 
product by the recitation "synthetic 55 This 
word, as we have shown above, has a reason- 
ably precise meaning and therefore does not 
render the claims indefinite. It is not con- 
tended, and we are not holding, that the 
word synthetic alone makes' the claimed 
composition new. We are holding that, as 
used here, the word is not indefinite and does 
not provide a basis for rejecting the claims 
under the second paragraph of §112. We 
conclude that the board erred in affirming 
the rejection under 35 U.S.C. 112. 

The decision of the board is affirmed as to 
claims 2, 7, 16, 21. 25 and 30, and reversed 
as to claims 1, 3, 5, 6, 8, 10-15. 17, 19. 20, 
22,24,26, 28. 29 and 31. 



Court of Customs and Patent Appeals 

In re Borkowski and Van Venrooy 
No. 8214 Decided Mar. 12, 1970 

PATENTS 

1. Specification — Sufficiency of disclo- 

sure (§62.7) 

Specification need not contain working 
example if invention is otherwise disclosed in 
such a manner that one skilled in the art 
will be able to practice it without an undue 
amount of experimentation; considering na- 
ture of claimed invention (preparation of ox- 
ygenated hydrocarbons), the few hours of ex- 
perimentation required are not an undue 
amount of time. 

2. Claims — Indefinite — In general 

(§20.551) 

Since rejection of claims for failure to par- 
ticularly point out and distinctly claim in- 
vention is predicated only on criticisms of 
disclosure portion of specification, they are 
not relevant to portion of second paragraph 
of 35 U.S.C. 112 which pertains only to 
claims. 

3. Claims — Indefinite — In general 

(§20.551) 

Requirement of second paragraph of 35 
U.S.C. 112 is not that claims* particularly 



point out and distinctly claim tl the iir 
tion 55 but the "subject matter which n\. 
cam regards as his invention 7 '; this mi 
that applicant must particularly point 
and distinctly claim subject matter sough 
be patented. 

4. Claims — Indefinite — In gem 

(§20.551) 

Claims — Specification must sup[ 
(§20.85) 

35 U.S.C. 112 does not permit exam 
to study applicants 5 disclosure, formula! 
conclusion as to what examiner regard: 
broadest invention supported by disclos 
and then determine whether claims 
broader than examiner's conception of v 
"the invention 5 ' is; first sentence of set 
paragraph of section 112 is essentially a 
quircment for precision and definitenes: 
claim language; if scope of subject m?. 
embraced by claim is clear, and if appli« 
has not otherwise indicated that he intt 
claim to be of different scope, claim « 
particularly point out and distinctly cl 
the subject matter which applicant reg; 
as his invention, i.e., if "enabling 55 disclo: 
of specification is not commensurate in s< 
with subject matter encompassed by cl; 
that fact does not render claim imprecis« 
indefinite or otherwise not in compli; 
with second paragraph of section 112; rat 
claim is based on insufficient disclo: 
(first paragraph of section 1 12) and sh< 
be rejected on that ground. 

5. Claims — Broad or narrow — 

general (§20.201) 

Patentability — Anticipation — 
general (§51.201) 

Claim which is of such breadth tha 
reads on subject mailer disclosed in prior 
is rejected under 35 U.S.C. 102 rather \ 
under second paragraph of section 1 12. 

6. Specification — Sufficiency of dis> 

sure (§62.7) 

There is no magical relation betw 
number of representative examples 
breadth of claims; number and varict) 
examples are irrelevant if disclosure is ,l < 
bling" and sets forth the "best mode com 
plated." 

Particular patents — Hydrocarbons 

Borkowski and Van Venrooy. Preparn 
of Oxygenated Hydrocarbons, claims II 
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12 of application allowed; claims 7 to 10 
refused . 



Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Walter L. Bor- 
kowski and John J. Van Venrooy, Serial No. 
144,221, filed Oct. 10, 1961; Patent Office 
Group 120. From decision rejecting claims 
7 to 12, applicants appeal. Affirmed as to 
claims 7 to 10; reversed as to claims 1 1 and 
12. 

Barry A. Bisson, Wilmington, Del., for 
appellants. 

Joseph Schimmel (Jack E. Armore of coun- 
sel) for Commissioner of Patents. 

Before Rich, Acting Chief Judge, Almond, 
Baldwin, and Lane, Associate Judges, 



and Matthews, Senior Judge, District 
Court for the District of Columbia, sitting 
by designation. 

Rich, Acting Chief Judge. 

This appeal is from the decision of the 
Patent Office Board of Appeals affirming the 
rejection of claims 7-12 of application serial 
No. 144,221, filed October 10, 1961, entitled 
" Preparation of Oxygenated Hydrocarbons." 
No claim is allowed. 

The claimed invention is a process for 
producing oxygenated hydrocarbons such as 
alcohols, glycols, aldehydes, and acids by re- 
acting hydrocarbons with ferric chloride in 
vapor phase and hydrolyzing the resulting 
chlorohydrocarbon. The reaction of ferric 
chloride with hydrocarbons is commonly re- 
ferred to in the art as l< ferrichlori nation." 

The following drawing from appellants' 
specification is a schematic illustration of the 
process: 
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When read with reference to this drawing, 
claim 7 sufficiently describes the process for 
the purposes of this opinion: 1 

7. Method of preparing oxygenated hy- 
drocarbon which comprises: 

(a) feeding hydrocarbon in vapor phase 
at an intermediate level into a reactor 
maintained at a temperature in the range 
of 315-500°C, said hydrocarbon being a 
vapor at the selected reaction temperature 
and said reactor containing beneath the 
level of hydrocarbon introduction a bed 
of iron compounds comprising a ferrous 
chloride mass in its upper part and a 
ferric oxide mass in its lower part, 

(b) feeding gaseous ferric chloride into 
said reactor and reacting it with the hy- 
drocarbon above said bed. whereby chlo- 
rination of hydrocarbon occurs with the 
formation of by-product hydrogen chloride 
and the ferric chloride is reduced to solid 
ferrous chloride which falls downwardly 
to said bed, 

(c) removing a mixture of chlorohydro- 
carbon and hydrogen chloride from the 
upper part of said reactor, 

(d) recovering hydrogen chloride from 
the mixture, 

(e) introducing the hydrogen chloride 
into the bed at a level near the top of the 
ferric oxide mass. 

(f) passing oxygen into the ferric oxide 
mass beneath the level of introduction of 
the hydrogen chloride, 

(g) flowing said oxygen upwardly 
through the bed and in contact with the 
ferrous chloride, whereby the ferrous 
chloride is continuously converted in part 
to gaseous ferric chloride and in part to 
ferric oxide, 

(h) removing ferric oxide from the bot- 
tom of said reactor. 

(i) contacting said chlorohydrocarbon 
with water at a temperature in the range 
of 100-200°C. and in the presence of the 
removed ferric oxide, whereby the chloro- 
hydrocarbon is hydrolyzed to oxygenated 



' It will help, in following ihe claim, to know 
that: 

ferric chloride is l< Fe2Ck'' shown in reactor 
10 and in lines 1 5 and 27; 

ferric oxide is l< Fe203" shown in the reactor at 
12 and in line 1 8; 

solid ferrous chloride is "FeCh" shown in the 
reactor at 1 1; 

oxygen is "O2" introduced into the reactor at 
13; 

hydrogen chloride is "HCF"; and 
the end product of die process is tin- "Oxygen- 
ated Hydrocarbon" at center right of the drawing. 



hydrocarbon and the ferric oxide is con- 
verted to hydrated ferric chloride, 
(j) dehydrating the ferric chloride, 
(k) and recycling the dehydrated ferric 
chloride to said reactor in amount substan- 
tially equivalent to the ferric oxide re- 
moved therefrom. 

Claim 8 depends from claim 7 and recites a 
preferred temperature range of 350-425°C. 
for step (a); claims 9 and ]0 depend, respec- 
tively, from claims 8 and 7 and recite a pre- 
ferred temperature range of 120-160°C. for 
step (i); and claims 11 and 12 each depend 
from claim 7 and require, respectively, that 
the "hydrocarbon" be "methane" and 
"ethane." 

The examiner rejected claims 7-12 "as 
based on an insufficient disclosure under 35 
U.S.C. 112" and claims 7-10 as failing to 
"particularly point out and distinctly claim 
the invention as required by 35 U.S.C. 1 12." 
There is no art rejection. 

With respect to the first rejection, the ex- 
aminer was of the opinion that appellants' 
description of their invention "is not such 
that it would enable one skilled in the art to 
practice the present invention, particularly 
with reference to the chlorination step." He 
mentioned "relative amounts of the 'hydro- 
carbon' " and "magnitude of reaction times" 
as two parameters which appellants should 
have disclosed more fully and, while acknowl- 
edging that a specification need not "read as 
instructions to a technician' 1 and that "[per- 
haps one might, after a few hours of experi- 
mentation, determine how to carry out and 
control the chlorination of the simplest hy- 
drocarbon, methane," the examiner stated: 
But, the whole purpose of Section 112 is 
to obviate the necessity for such experi- 
mentation. Moreover, the conditions are 
obviously not the same for methane as they 
are for the myriad of other hydrocarbons 
contemplated and urged to be suitable for 
use in the instant process. 
Sustaining this rejection, the board stated, 
inter alia: 

The examiner has pointed to the pos- 
sible variations in the lime of chlorination, 
probably because this is a demonstratably 
[sic] variable and important parameter. 
The disclosure, though, is no more defi- 
cient in this respect than with respect to 
any other of its values which would help 
to illustrate the "mode of operation" in 
which appellants believe their invention 
to lie. Appellants do not believe that the 
time of chlorination is a critical aspect of 
their process and. probably, if you consider 
this as a single parameter they arc correct 
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in this, but the asserted novelty in the 
mode of operation which invites a careful 
balance of a number of distinct reactions 
makes illustration particularly necessary. 
Desirably and necessarily, such illustration 
should provide an exemplary correlation 
of the times of reaction, rates of reactant, 
feed and material removal (chlorinated 
product, ferric oxide, HCI, etc.). This 
would inform a man skilled in the art of 
the actual feasibility of appellants' process, 
and provide some sort of jumping off place 
in a plunge into the unknown when plan- 
ning a series of experiments from which 
the necessary operating parameters of the 
process may be determined. 
[1 ] The "exemplary correlation" which 
the board considered necessary would appear 
to be nothing more nor less than a specific 
working example. However, as we have 
stated in a number of opinions, 2 a specifica- 
tion need not contain a working example if 
the invention is otherwise disclosed in such a 
manner that one skilled in the art will be able 
to practice it without an undue amount of 
experimentation. Here, while it may be that 
an "exemplary correlation" of parameters 
iuch as times of reaction and rates of reactant 
feed and product removal would give the 
worker in the art some useful information 
ind provide a "jumping off place," we see 
10 basis for concluding that without such in- 
ormation the worker in the art would not 
>e enabled by the specification to practice 
he invention, i.e., to "balance" the several 
•eactions involved in appellants' process. 
Rie "few hours" experimentation mentioned 
>y the examiner certainly would not seem to 
>e an undue amount of time considering the 
tature of the claimed invention. We there- 
ore cannot agree with the reasons given by 
he examiner and the board for concluding 
hat appellants' specification does not comply 
trim §112. The rejection of claims 7-12 "as 
•eing based on an insufficient disclosure" is 
ccordingly reversed. 

As above stated, the examiner additionally 
ejected claims 7-10 "for failing to particu- 
irly point out and distinctly claim the inven- 
:on as required by 35 U.S.C. 112." This 
inguage is that of the second paragraph of 
112, first sentence. The examiner was of the 
pinion that claims 7-10 "are unduly broad 
nd indefinite in the recitation of the 'hydro- 
irbon' reactant," his reasons being as 
)Hows: 



E.g., [ n re Long, 54 CCPA 835, 368 F.2d 
92, 151 USPQ 640 (1966). and cases cited therein, 
ompare Minerals Separation. Ltd. v. Hyde. 24? 
'$ 261,270^271 (1910). 



This term ["hydrocarbon"] encompasses 
an almost limitless number of compounds, 
and, hence, is not adequately supported by 
the somewhat limited disclosure. The sa- 
lient absence of a representative example 
for the various types of hydrocarbons al- 
leged to be suitable for use in the instant 
process further render[s] the support for 
the breadth of the claims on appeal inade- 
quate. [Emphasis added.] 

[ 2 ] We have two difficulties with these 
reasons. First, since the rejection of the 
claims is predicated only on criticisms of the 
disclosure portion of the specification, we do 
not see how they are relevant to that portion 
of the second paragraph of §1 12 from which 
the examiner was quoting, namely, the first 
sentence, which pertains only to claims and 
reads in full: 

The specification shall conclude with 
one or more claims particularly pointing 
out and distinctly claiming the subject 
matter which applicant regards as his 
invention. [Emphasis added.] 

And, second, regardless of the relevance of 
these criticisms to the requirements of the 
second paragraph of §112, we do not find 
the criticisms to have merit. 

[3] With respect to our first difficulty, 
the examiner's apparent paraphrase of the 
first sentence of the second paragraph of § 1 12 
is incomplete in a most important respect. 
While the examiner states the requirement 
to be claims which "particularly point out 
and distinctly claim the invention" (emphasis 
added), §112 actually requires claims "par- 
ticularly pointing out and distinctly claiming 
the subject matter which applicant regards 
as his invention" (emphasis added). In reality, 
this means that applicant must particularly 
point out and distinctly claim the subject 
matter sought to be patented. 

[4] The examiner's approach to deter- 
mining whether appellants' claims satisfy the 
requirements of §1 12 appears to have been to 
study appellants' disclosure, to formulate a 
conclusion as to what he (the examiner) re- 
gards as the broadest invention supported by 
the disclosure, and then to determine whether 
appellants' claims are broader than the ex- 
aminer's conception of what "the invention" 
is. We cannot agree that §112 permits of such 
an approach to claims. The first sentence or 
the second paragraph of §112 is essentially 
a requirement for precision and definiteness 
of claim language. If the scope of subject mat- 
ter embraced by a claim is clear, and if the 
applicant has not otherwise indicated that 
he intends the claim to be of a different 
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scope, 3 then the claim does particularly 
point out and distinctly claim the subject 
matter which the applicant regards as his 
invention. That is to say, if the "enabling' 5 
disclosure of a specification is not commen- 
surate in scope with the subject matter en- 
compassed by a claim, that fact does not 
render the claim imprecise or indefinite or 
otherwise not in compliance with the second 
paragraph of § 1 12; rather, the claim is based 
on an insufficient disclosure* (§112, first 
paragraph) and should be rejected on that 
ground. See In re Fuetterer, 50 CCPA 1453, 
319 F.2d 259, 138 USPQ 217 (1963); In re 
Kamal, 55 CCPA 1409, 398 F.2d 867, 158 
USPQ 320 (1968); and In re Wakefield, 164 
USPQ (PA 8192), decided concurrently here- 
with. Thus, just as a claim which is of such 
[5] breadth that it reads on subject matter 
disclosed in the prior art is rejected under 
§102 rather than under the second paragraph 
of §112, a claim which is of such breadth 
that it reads on subject matter as to which 
the specification is not "enabling" should be 
rejected under the first paragraph of §112 
rather than the second. We do not intend 
hereby to suggest that rejections under §112 
must be labeled "first paragraph" or "sec- 
ond paragraph." What we do suggest is that 
it should be made clear exactly which of the 
several requirements of §112 are thought not 
to have been met. Is the claim unclear or is 
the specification's disclosure inadequate to 
support it? 

[ 6 ] As to the merits of the conclusions 
and reasons upon which the examiner based 
this rejection, we do not agree either that 
claims 7-10 are rendered "unduly broad" or 
"indefinite" by the term "hydrocarbon" or 
that a "representative example for the 
various types of hydrocarbons" is needed. 
As appellants point out, claims 7-10 are 
limited to hydrocarbons which are in the 
vapor phase at the reaction temperature 
and thus do not call for just any hydrocarbon. 
Moreover, there is no magical relation be- 
tween the number of representative examples 
and the breadth of the claims; the number 
and variety of examples are irrelevant if the 
disclosure is "enabling" and sets forth the 
"best mode contemplated." 

The board did not expressly accept or 
reject the examiner's reasons for separately 
rejecting claims 7-10 under §112, second 



J See In re Prater, 56 CCPA 1381, 415 F.2d 
1393, 162 USPQ 541 (1969), where the applicant 
did indicate an intended scope different from our 
interpretation. 

* A disclosure may. of course, be insufficient 
lo support one claim but sufficient to support 
another. 



paragraph. Instead, the board "affirmed" 
this rejection while observing for the first 
tunc that although appellants' specification 
suggests that the hydrocarbon used in their 
process must be one which, upon being 
ferrichlorinated, will yield a chlorinated 
product maintainable in vapor phase at the 
reaction temperature, claims 7-10 contain no 
corresponding limitation. 5 On this point 
the board said: 

The requirement that the product be 
a vapor is obviously an important one be- 
cause we find no description in the specifi- 
cation of how the liquid and solid products 
and by-products are to be removed from 
the chlorination vessel. [Emphasis added.] 
Although this statement relates only to a!- 
ledged deficiencies of the specification and 
although, as pointed out above, such defi- 
ciencies give rise to rejections under the first 
and not the second paragraph of §112, ap- 
pellants have not complained that they were 
misled by this confusion nor do they dispute 
that claim 7 (and claims 8-10 by dependence) 
should contain the additional limitation. Nei- 
ther have appellants sought to have the 
board denominate the raising of this issue a 
new ground of rejection under Rule 196(b). 
Accordingly, we are constrained to affirm the 
decision of the board as to claims 7-10. 

Hovvever, we note that in a Request for 
Reconsideration addressed to the board, 
appellants asked, inter alia, that 

* * * a new r decision be made, in accord- 
ance with Rule 196(c), which includes an 
explicit statement that Claims 7-10 may 
be allowed if they are amended by the ap- 
plicants to include the limitation that the 
chlorinated products be maintained in 
vapor phase at the reaction temperature. 
Rule 196(c) provides: 

(c) Should the decision of the Board of 
Appeals include an explicit statement that 
a claim may he allowed in amended form, 
applicant shall have the right to amend in 
conformity with such statement which 
shall be binding on the primary examiner 
in the absence of new references or 
grounds of rejection. [Emphasis added ] 
The board refused appellants' request, saying 
only: 



5 In this regard, the specification states: 
The a bove-d escribed portion of the process 
is applicable to the ferrichlorination of any hy- 
drocarbon stock which is a vapor at the selected 
reaction temperature within the range of 
315-MK)°C. aruf irhosc rhhrinatfan products 
eutt lu maintained in vapor phase a( .utch tem- 
perature level. [Emphasis added.) 
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We find no acceptable basis for the re- 
quested recommendation as to claims 7 
to 10. 

Apparently ; the board declined to act pursu- 
ant to Rule 196(c) because the rejection of 
all the claims under the first paragraph of 
§112, which it affirmed, still would have 
prevented the claims from being "allowed 
in amended form." Inasmuch as (1) we have 
reversed this other rejection, (2) the neces- 
sity of amending claims 7-10 to include the 
additional limitation was first asserted by the 
board, and (3) appellants have had no oppor- 
tunity to so amend their claims (as they 
clearly are willing to do), we suggest that the 
board consider whether, under these circum- 
stances, a recommendation under Rule 196(c) 
is now in order. 

The decision of the board, is reversed as to 
claims 11 and 12 and affirmed as to claims 



Court of Customs and Patent Appeals 

In re Halleck 
No. 8280 Decided Mar. 12,1970 

PATENTS 

1. Claims — Functional — In general 
(§20.451)- 

Specification — Sufficiency of disclo- 
sure (§62.7) 

Functional term "an effective amount * * 
* for growth stimulation" is not objectiona- 
ble where amount as such is not critical; 
those skilled in the art will be able to deter- 
mine from written disclosure and its exam- 
ples what an effective amount for growth 
stimulation is; granted that proportions may- 
vary, determination of amounts is not 
beyond skill of the art and does not involve 
undue experimentation to ascertain them; on 
the other hand, for applicant to ascertain 
and recite numerical limits for each par- 
asympatholytic agent known would very 
likely require undue research. 

Particular patents — Regulating Growth 

Halleck, Method and Composition for 
Regulating Animal Growth, claims 1,3, 11 to 
13, 17 to 19, 27 to 30. and 34 of application 
allowed. 



Appeal from Board of Appeals of the Pat- 
ent Office. 



Application for patent of Frank E. Halleck 
Serial No. 301 ,997, filed Aug. 14, 1963; Pat- 
ent Office Group 170. From decision reject- 
ing claims 1, 3, 11 to 13, 17 to 19, 27 to 30, 
and 34, applicant appeals. Reversed. 

Ronald E. Lund, Minneapolis, Minn. (C. 
Will a rd Hayes, Washington, D. C., of 
counsel) for appellant. 

Joseph Schimmel (Jack E. Armore of coun- 
sel) for Commissioner of Patents. 

Before Rich, Acting Chief Judge, Almond, 
Baldwin, and Lane, Associate Judges, 
and Ford, Judge, United States Customs 
Court, sitting by designation. 

Almond, Judge. 

This is an appeal from the decision of the 
Patent Office Board of Appeals affirming 
the rejection of claims 1, 3, 11-13, 17-19, 27- 
30 and 34 in appellant's application entitled 
"Method and Composition for Regulating 
Animal Growth." 1 No Claims have been 
allowed. 

The invention, we are told, is based upon 
the discovery that relatively small amounts 
of peristalsis- 2 inhibiting drugs, when prop- 
erly administered with the water or feed of 
animals or as a separate material, either oral- 
ly or parenterally, are effective for increasing 
the growth rate or increasing the feed effi- 
ciency of the animals and, in many cases, for 
improving both of these. 

Preferred peristalsis-inhibiting substances 
are those which are highly specific for the 
smooth gastrointestinal muscles and which 
do not materially affect digestive enzymes or 
possess other deleterious side effects. Specifi- 
cally disclosed are parasympatholytic agents, 
also referred to as anticholinergic agents, 
such as atropine, methantheline bromide! 
propantheline bromide, piperidolate hydro- 
chloride, pipenzolate methyl bromide, as 
well as derivatives of some of these. 

The invention is said to be applicable to all 
types of animals and poultry. Illustrative are 
claims 1 and 19: 

1. An improved growth stimulating 
composition for animals which comprises 
an animal feed and an effective amount of 



•Serial No. 301,997 filed August 14, 1963 
and alleged to be a continuation-in-part of serial 
No. 149,857 filed November 3, 1961. 

2 Webster's Third New International Diction- 
ary (1961) defines peristalsis as follows: 

* * * successive waves of involuntarv contrac- 
tion passing alung the walls ol the intestines or 
other hollow muscle structure and forcing the I 
contents onward. 
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(English Translation of Exhibit A] 



The condition for germinating grasses based on IRST 



Species 


Regulations 


Other 

instructions 


Matrix for 
germination 


TemperatureCC) 


Period of 
test time 


Orchardgrass 

, 


On top of 
paper 

- - 


20-30«C> or 
15^25*0 


21 days 


Cooled in 
advance; KNO 


Italian 
Rye-grass 


20~30'C. 
15~25<C, or 
20 < t(Constant) 


14 days 


Timothy 


20~30 t C, or 
l5-25t 


10 days 


Alphalpha 
Krano 


On top of j 20 < t(Constant) 
paper, or ; 


Cooled in 
advance 


Rivendel 


between the 
papers 




Cooled in advan 
ce; enclosed in 
polyvinyl bag 
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existence of actual confusion was establish- 
ed,^ Hunt but has not been established 

13) Considering the wide variety of 
different goods currently sold in super- 
markets and the absence of survey or other 
evidence tending to establish a likelihood of 
confusion, we agree with the board's state- 
ment that considering the nature of tho 
word FAULTLESS' fnd the 'Prices 
between the gqpds here involved, it is our 
opinion that applicant's use thereof is not at 
aji likely to cause confusion, mistake or 
deception or to falsely suggest a connection 
vfrith opposer which is but another way of 
saying that Faultless failed to meet its 
burden of estabhshing a likelihood of confu- 
slon^Accordmgly, the decision of the board 
{$ affirmed. 
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Appeals — In general 



ourt of Customs and Patent Appeals 

In re Rinehart 
%: 75-608 Decided Mar. 11, 1976 

BNTS 

pnbU patenting — Copending 
applications (§33.5) 5 

% patenting rejection that was bas- 
^Dendmg parent application and af- 
*5y Board of Appeals is mooted by 
|app heat ion's express abandonment 
pard s decision. 

Ratability — Anticipation — Com- 
ing references (§51.205) 

|tability — Invention — I n 
fiftral (§51.501) 

gtfnation under 35 U.S.C. 103 re- 
pideration of entirety of disclosure 
f nor art references to those skilled 

$£/.■■ 

ii^li 1 / Mention — I n 

PgJ .(§51.501) 

case of obviousness is es- 
teachings of prior art appear 

fSrn- SUbjcct maucr lo P crson 
W m ? rt; " is ^umbent upon 
» go forward with objective 

Eed° USneSS ° nCe Prima facie 



4. Board of 
(§19.05) 

Patentability - Invention - I n 
general (§51.501) 

Prior adjudication - New evidence or 
new issues (§56.25) 

It was error to adopt earlier conclusion of 
prima facie obviousness that was based on 
parent application and cited references 
when Board of Appeals had conUnS 

^ P Ki a l! 0 ^u Rn0r art ' and "Abutted facts 
established by. inventor's affidavit before it 
so that no question of prima facie ob- 
viousness remained; obviousness determina- 
tion must be made in light of all evidence. 
5. Patentability - Evidence of - In 
general (§51.451) 

Patentability - Invention — I n 
general (§51.501) 

Patentability — Invention - Law or 
tact question (§51.507); 

Concept of prima facie obviousness is not 
segmented concept; decision-maker must 
start over when rebuttal evidence is sub- 
mitted after prima facie obviousness is es- 
tablished; question of whether applicant's 
burden of going forward to rebut prima facie 
case has been successfully carried requires 
that entire path to decision be retraced- 
earlier decision should not be considered as 
set in concrete and applicant's rebuttal 
evidence evaluated only on its knockdown 
ability; prima facie obviousness is leeal con- 
clusion not fact; facts established by rebut- 
tal evidence must be evaluated alone with 
Tacts on which earlier conclusion was reach- 
ed, not against conclusion itself. 

6 * A ^153) i0nS PatCm Cont ' nuin g 

Patentability _ Change - Propor- 
tions (§51.259) 5 P 

Mere inclusion of "commercial scale 
production and "commercial scale quan- 
tities in claims of continuation application 
does not patentably distinguish them over 
claims ol parent application. 

7. Patentability - Change - Propor- 
tions (§51.259) P 

Patentability - Invention ^ In 
general (§51.501) 

Mere scaling up of prior an process 
capable of being scaled up would not es- 
tablish patentability in claim to old process 
so scaled; mere use of commercial quantities 
cannot establish unobviousness of invention 
as whole. 



M 




N't- 



14 
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8. 



Affidavits — Distinguishing from 
references (§12.7) 

Patentability — Change — Propor- 
tions (§51.259) 

Reference to "commercial scale quan- 
tities 5 ' in claims and inventor's affidavit es- 
tablishes invention's environment, outlining 
problem solved and giving dimension to in- 
ventor's contribution, but does not establish 
patentability. 

9. Patentability — Anticipation ^ Com- 

bining references (§51.205) 

Patentability — - Change — Propor- 
tions (§51.259) 

Patentability Invention — In 
general (§51.501) 

Some predictability of success is required 
in any attempt to combine elements of 
reference processes in commercial scale 
operation; view that success would have 
been "inherent" cannot substitute for show- 
ing of reasonable expectation of success; in- 
herency and obviousness are entirely 
different concepts. 

10. Court of Customs and Patent Appeals 
— Issues determined — Ex parte 
patent cases (§28.203) 

Patentability -r Anticipation — Com- 
bining references (§51.205) 

Patentability — Change — Propor- 
tions (§51.259) 

Patentability — Invention — In 
general (§51.501) 

Absence of suggestion in prior art patents 
that features of one should be combined 
with those of other to achieve commercial 
scale production of which neither is capable 
requires conclusion that obviousness rejec- 
tion of claims directed to commercial scale 
production was improper, making it un- 
necessary for court to consider allegations of 
commercial success and satisfaction of 
long-felt need. 

Particular patents — Resin 

Rinehart, Process for Preparing Resim 
rejection of claims 1-9 reversed. 



Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Verne R. 
Rinehart, Serial No. 130,743, filed Apr. 2, 
1971. continuation in part of application 
Serial No. 667,854, filed Sept. H, 196/, con- 
tinuation in part of application Serial No. 
254,754, filed Jan. 29, 1963. From decision 



rejecting claims 1-9, applicant appeals. 
Reversed. 

Paul H. Heller, New York, N.Y. (Hugh A. 
Chapin. Kenyon & Kenyon Reilly Cari- 
es Chapin, and Malvin R. Mandelbaum. 
all of New York. N.Y., and Ford VV. 
Brunnerand James M. Wallace, Jr., both 
of Akron. Ohio, of counsel) for appellant. 

Joseph F. Nakamura (Jack E. Armore, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey, Chief Judge, and Rich, 
Baldwin, Lane, and Miller, Associate 
Judges. 

Markey, Chief Judge. 

This is an appeal from the decision of the 
Patent and Trademark Office Board of 
Appeals (board) affirming the examiner's 
final rejection of claims 1 through 9, which 
are all the claims in appellant's (Rinehart 's) 
application serial No. 130,743, filed April 2, 
1971' entitled tl Process for Preparing 
Resin. We reverse. ■ 

The Invention 

Commercial scale quantities of polymeric 
ethylene terephthalate (PET) are produced 
in either a batch or continuous process by 
heating a dicarboxylic acid with glycol in 
the presence of a preformed low molecular 
weight polyester solvent 2 under superat- 
mospheric pressure and utilizing a low ratio 
of glycol to acid. The product may be con- 
ventionally condensation polymerized in the 
presence of a catalyst. 

The claims have been treated together by 
Rinehart and the solicitor and will be so 
treated here. Claims 1 and 4 are illustrative: 

1. The method for the commercial 
scale production of polyesters which com- 



' The present application is a continuation-in- 
part of application serial No. 667,854 (parent), fil- 
ed September 14, 1967, which in turn is a con- 
tinuation-in-part of application serial. No. 
254,754, filed January 29, 1963, both of which are 
now abandoned. Prior to the present appeal, the:, 
rejection of parent application was appealed to; ; 
the U.S. District Court for the District of Colum-p- 
bia. Goodyear Tire & Rubber Co. v. Schuyler,;. 
Com V., Civil No. 666-71 (D.D.C, Feb. 25, 1975)J 
Upon stipulation, that action was dismissed with^ 
prejudice, after the express abandonment of tn 
parent application, but without prejudice to > th 
allowance of materially different claims, or of UHfi 
same or similar claims on a record supporting 
them, such as the record now before us. 

The solvent may include stabilizer, cata!) 
and ether inhibitors. 
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prises adding commercial scale quantities 
i elh / ,e " c glycol and a free aromatic 
dicarboxylic acid in the molar ratio of 
glycol to acid of from 1.7:1 to 1.05 " to a 
solvent consisting of a preformed low 

n^ lar r Weig , ht linear condensation 
polyester of a glycol and a dicarboxylic 
acid, said polyester having an ' 
degree of polymerization of from uToTS? 
heating and reacting the mixture at ' 
emperature above the melting 
emperature of the low molecular weight 
linear polyester at a pressure of from 
about 20 to about 1 000 pounds per square 
inch gauge pressure until a linear conden- 
sat.on polyester resin of said glycol and 
acid having an average degree of 
polymerization of from 1.4 to 10 is form- 

4 The method for the commercial 
scale production of polyesters which com- 
\ P ;i eS cont '.™°<*ly adding commercial 
• scale quantities of ethylene glycol and 
terfPhAahc add in the ratio of from 1 7 1 
,.tO 1-05:1 of ethylene glycol to terephthalic 
a acid to a solvent consisting of low 
. molecular weight ethylene 
, glycol-terephthalate polyester having an 
■ - average degree of polymerization of from 
1° 10 whlle heat '"§ and reacting the 
&it!?"« ure at a temperature above the 
...^melting temperature of the low molecular 
m#«8ht ethylene glycol-terephthalate 

^%i y ?!,n r V press ™ ^angeof fom 
saafcout 20 to about 1000 pounds per square 
|ch gauge pressure, continuously venting 
_|e water. vapor formed in the reaction at 
|tach a rate that the pressure in the system 
Be^matntained constant within said 
Sssure range and continuously 
l^trawing an amount of low molecular 

l!«L et K y Cne S'/colterephthalate 
%ster about equal to the amount of 
Wene glycol and terephthalic acid add- 
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Jht board affirmed the rejection of 
^! through 9 under 35 USC 103 as ob- 
|g°n Pengilly' and Munro et al 
W> considered together." 5 Both 



, Pa,e "' N ° 3,427,287 issued February 
||atem No. 3,050,533 issued Augusi 21, 

te s a H° amrme T i a double Pontine 
^pu,d,ng parent applica.ion. Express 
P" ooard s decision, moots the issue. 



Pengilly and Munro form PET by heating 
m either a batch or continuous proce a 

tZ< V K 1 Cld Wi i h u.i'lizmg Lv 

idt osofglyco ho acid (for example, 1 05 1 0 
to 1.3 .1.0 for Pengilly), and then polymer z 
■ng the low molecular weigh, esler fo med 
therefrom in the presence of a catalyst The 
processes d.fier in that the initial step of the 
Pengilly process is conducted at at- 
mospheric pressure utilizing a preformed 
polyester solvent, whereas 4unr 0 P operates 
at a higher pressure absent the solvent 

f m IV PPea r l i d daims dirrer substantively 
from those of the parent application only in 
reciting ' commercial scale production" 
utilizing commercial scale quantities." 
Because the claims in the parent application 
had been rejected under 35 USC 103 on the 
same prior art and logic, the board merely 
adopted the previous board opinion, which 
held that the references established a case of 
prima facie obviousness." The earlier 
board agreeing with the examiner that 
Pengilly and Munro considered together 
} ; a e r n fc d - ,h \ C,almed Sub ' ect matter prima 

n,n? ^ V ' 0U t S bCCaUSe each su gg«ted conso- 
nant advantages, stated: 

For example, Pengilly suggests that by us- 

l?L 3 pol JT er S , 0lvem shorter heating 
times and less glycol is required, an3 
Munro et al suggests that by using higher 
pressures a shorter reaction time is re- 
quired. One of ordinary skill in , he 
polymer art would therefore expect that if 
higher pressures were used in other art 
processes P en gilly) shorter reaction 
times would be necessary." 

The board considered the rebuttal 
evidence, a single affidayit by the inventor 
Rinehart, to be insufficient. The primal 
apparent purpose of that evidence was to 
snow the commercial inoperability of 
Pengilly and Munro, taken individually 
mXri R° 1 inehart ' s commercially used 
d^HeH h R,nehar « 5 extensive affidavit in- 
cluded, however, substantial analysis of the 
entire field o( polyester production and of 
"ha m his view, Pengilly and Munro 
would actually teach those skilled in the an 
Hie experimental pilot plant evidence is 

^"T^ bd ° W f0r a low char gc molar 
ratio of glycol to acid (1.1:1.0): 



* The earlier board also speculated thai 

volvr7ht COn " n r UOUS f pr0CeSS "actually i„! 
•o vc the use of preformed ester as .he reaction 
olven, .r.hc reac.ion takes place throughou. he 

reactor and .. during the ini.ial pan of he 

a P sT" '&" UC * " ^ Wi " ldraWn aS ^ 
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Pressure (psig) 

Temperature (°C.) 

Reactant Batch Size 
(pounds) 

[So~lvent]/Batch 

Average Time (Min.) 
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Esterification Reaction 



1 

Munro 



2 

Rinehart 



3 

Pcngilly 



40 

250-261 

122.1 
No [Solvent). 
330 
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4 

Munro 



40 


0 (Atmos.) 


40 


248-252 


* 


260-262 


122.1 


122.1 


268.6 


1.2/1.0 


1.2/1.0 - 


No (Solvent) 


150 


657 


483 



Properties of High Polymer 



% Ether ' 
Melting Point 
Gardner Rd 
Gardner b + 



*The temperature was increased at a rate 
of 3° C/30 minutes from about 220°C to 
; 245°C. 

Rinehart alleged commercial success, 
based on the 1970 conversion by Goodyear 
Tire and Rubber Company (the assignee of 
Rinehart) from the ester interchange 
method, used since 1959. to Rinehart 's 
direct esterification method. 

The affidavit states: 

Both the Pengilly, and Munro and 
Maclean, procedures based on my ex- 
perience and as evidenced from their 
patents are operable on a small scale. 
However, neither of their patents points 
to any recognition of the problems which 
arise from scaling up to a commercial 
process. It is implicit in their patents that 
the described procedures are satisfactory 
for commercial operation; but I have 
found that their techniques are not 
satisfactory on a commercial scale at 
about equimolar proportions. The advan- 
tages claimed by Munro and Maclean for 
their process are a short reaction time, 
improved color, higher softening point 
and a minimum ether content. However, I 
have found that as the Munro and 
Maclean process is scaled up beyond 
laboratory equipment the reaction 
becomes inconveniently long, the color 
deteriorates, the melting point is lowered 
and the ether content increases. The 



2.99, 


1.68 


1.51 


3.08 


244.9 


252.2 


252.8 


244.1 


27.1 . 


24.9 


27.0 


25.4 


14.0 


8.3 


13.6 


17.8 



process of Pengilly was similarly operable 
on a small scale and not suitable for 
scale-up to a commercial process. 

. The board concluded that the affidavit 
evidence did not rebut its finding of prima 
facie obviousness because, in its view, the 
prior art clearly suggested higher pressure, 
together with an expected attendant advan- 
tage of increased reaction rate, as a solution 
to the commercial difficulties allegedly en- 
countered by Rinehart. Moreover, the 
recitation to which the affidavit is directed, 
''commercial scale production" utilizing 
"commercial scale quantities, 55 was viewed 
as "inherently" obvious. The board did not 
consider the utilization of the claimed 
method by Rinehart's assignee to be 
evidence of commercial success sufficient to 
establish unobviousness. 

Issue 

Whether, in the light of all the evidence, 
the claimed method would have been ob- 
vious at the time the invention was made. 

Opinion 

[2] Pent/illy and Munro individually J 
leach methods for the production of PET 
which differ, in different respects, from that: 
claimed by Rinehart. A determination un-jj 
der 35 USC 103, however, requires cor£j 
sideration of the entirety of the disclosures 
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made by the two references to those skilled 
in the art. 

[3] A prima, facie case of obviousness is 
established when the teachings from the 
prior art itself would appear to have 
suggested the claimed subject matter to a 
person of ordinary skill, in the art: Once such 
a case is. established,, it'is incumbent upon 
appellant to go forward with objective 
^ V !r, e x C / ° f unobv »°usness. In re Fielder 471 
F.2d 640, 176 USPQ 300 (CCPA 1973) 
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therefore adhere to that position and 
adopt it- as our own. 

The only remaining question for this 
board 1 to consider with regard to. the Sec- 
tion 103 rejection is whether or not the af- 
fidavit filed under the provisions of Rule 
132 is sufficient to rebut the prima facie 
case: in our opinion, it is not. 



si 

ft 
8?' 



Prima Facie Obviousness 

On the appeal involving Rinehart's 
parent application, the board was limited to 
the sterile evaluation of the claims and the 
prior art necessitated by availability of only 
the application and the cited references 
Based on that evaluation, that board stated: 
We agree with the examiner that, in 
view of -Munro et a!., it would be obvious 
to operate the process of Pengilly at 
superatmospheric pressure. Looking at it 
from another point of view, it would be 
obvious in view of Pengilly to employ 
preformed ester as a solvent in the reac- 
. tion of Munro et al. 

On the appeal of the present application, 
the board stated: . 

= With regard to the rejection under Sec- 
; tion 103, we find ourselves in substantial 
- agreement with the position of the ex- 
\aminer.:as set forth in his answer The 
.claims on appeal are in essence the same 
/ as those in Serial No. 667,854, which is 
.^now before the District Court for the 
iitfiu u ( u Columbia (Civil Action 
P\ X ¥ bas,c di ^rence being the in- 
volved claims recite and are limited to 
-r^ommercia! scale production" utilizing 
-commercial scale quantities." The 
-iiatmed invention is otherwise identical 
jgptar.as the material limitations defined 
^ concerned. The claims in parent case 

$?' N L 667, 854 were rejected under 
Won .103 over , the same art applied 
B5/ n : and essentially for the same 
isons. Insofar as the . question of 
i?Uier or not the combination of the 
|||Ungs of Pengilly and Munro et al 
W/ ender the claimed process prima 
^obvious, the same arguments were 
S2 u y a PP e,lant and the examiner 
mn the prior case and herein.. Based 
|6se arguments, the Board of Appeals 
JKL wl .th the position of the examiner 
Wm irmed the rejection. Appellant has 
no good and sufficient reason 
OR should reconsider the prior Board 
mn or reach any other conclusion 
°n the arguments alone; we 



[4] The board erred in adopting the 
earlier opinion. The basis for evaluation and 
for decision had changed. The present 
board had before it not only the application 
and the prior art but all of the unrebutted 
lacts established in Rinehart's affidavit. At 
that stage no question of prima facie ob- 
viousness remains. The appealed claims 
must be reconsidered in the light of all the 
evidence, and the resultant finding, that the 
claimed invention would or would not have 
been obvious, is to be made in such' light. 

[5] The concept of rebuttable prima facie 
obviousness is well established. Cf In re 
Freeman, 474 F.2d 1318, 177 USPO 139 

£?l^riV ; In re Klosak > 59 CCPA 862, 
455 F.2d 1077, 173 USPQ 14 (1972); In re 
D Anciccb, 58 CCPA 1057, 439 F 2d 1244 
169 USPQ 303 (1971). It is' not, however a 
segmented concept. When prima facie ob- 
viousness is established and evidence is sub- 
mitted in rebuttal, the decision-maker must 
start oyer. Though the burden of coine 
forward to rebut the . prima facie case 
remains with the applicant, the question of 
whether that burden has been successfully 
carried requires that the entire path to deci- 
sion be retraced. An earlier decision should 
not, as it was here, be considered as set in 
concrete, and applicant's rebuttal evidence 
then be evaluated only on its knockdown 
ability. Analytical fixation on an earlier 
decision can tend to provide that decision 
with an undeservedly broadened umbrella 
effect. Prima facie obviousness is a legal con- 
clusion not a fact. Facts established by 
rebuttal evidence must be evaluated aio-~ 
with the facts on which the earlier conclu* 
sion was reached, not against the conclusion 
itself. Though the tribunal must begin 
anew, a final finding of obviousness may of 
course be reached, but such finding will rest 
upon evaluation of all facts in evidence un- 
influenced by any earlier conclusion reached 
by an earlier board upon a different record. 

[6] The board's analytical process 
appears to have resulted, at least in part, 
Irom Rinehart's erroneous argument that 
the mere inclusion of "commercial scalr 
production ' and "commercial scale quan- 
tities' served to patentablv distinguish the 
appealed claims over those in the parent 
application. In response, the board engaeed 
in comparison of the two sets of claims Ind 
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emphasized their essential identity. 
Whether engendered by Rinehart's 
arguments, the concentration on the 
"inherent obviousness" of scaling up led 
Rinehart and the solicitor into error. 

[7] Rinehart erred in contending that the 
mere insertion into the claims of "commer- 
cial scale," without more, would constitute 
a distinguishing limitation. Though inclu- 
sion of the phrase in the claims does no 
harm, it is clear that mere scaling up of a 
prior art process capable of being scaled up, 
if such were the case, would not establish 
patentability in a claim to an old process so 
scaled. Moreover, absent evidence to the 
contrary, nothing in Pengilly or Munro in- 
dicates that their processes are not effective 
on a commercial scale, and Rinehart con-, 
cedes that commercial operation is implicit 
in the reference patents. 

Rinehart argues here that merely because 
the appealed claims include a "crucial 
limitation" to commercial quantities, they 
were "different claims" and that the board 
could not therefore have applied the earlier 
decision to them. We cannot agree. Absent 
the evidence in Rinehart's affidavit, use of 
commercial quantities in the processes of 
the references would have been obvious. If 
all Rinehart had done was to add the broad 
"commercial scale" phrases, the board's 
treatment would have been correct. It could 
not have found that the mere use of commer- 
cial quantities established unobviousness of 
the invention as a whole. But Rinehart did 
more. He submitted substantial evidence 
touching the basic question of whether his 
claimed process would have been obvious. 

The board erred, as above indicated, in 
comparing the appealed claims to the earlier 
claims as though it had been established 
that the latter did in fact set forth an old or 
obvious process. In such comparison, the 
board proceeded as though the earlier 
claims were a kind of prior art to Rinehart 
and as though the earlier decision on those 
claims was a kind of res judicata. The 
differences between the two sets of claims 
were simply not at issue in this case. The 
sole question is whether Rinehart 's claimed 
process would have been obvious in view of 
all the evidence. 

The Evidence 

The opinion of the board on the appeal 
involving the parent application included 
the following: 

Appellant alleges the existence of 
numerous difficulties with the processes of 
Pengilly and Munro et al. which, he 
claims, are overcome by combining the 
features of both processes. However, 



appellant's allegations are not supported 
by any evidence. 

[8] The evidence now of record, in our 
view, does support Rinehart's allegations. 
The assertion that the processes of Pengilly 
and Munro cannot satisfactorily be scaled 
up is neither challenged nor rebutted. 
Though mere reference to "commercial 
scale quantities" in the claims and affidavit 
does not itself establish patentability, it does 
establish the environment of the invention. 
It outlines the problem solved and gives 
dimension to Rinehart's contribution. The 
claims must therefore be considered, and 
the references must be evaluated, in the light 
of an effort to achieve commercially effective 
production. As will appear hereinbelow, the 
affidavit evidence also spotlights portions of 
the prior art disclosures indicating unob- 
viousness of the claimed process. 

It is true that Pengilly and Munro both 
disclose processes for polyester production 
by direct esterification. Rinehart's affidavit 
admits that he began with an effort to 
employ the process of Pengilly on a commer- 
cial scale and that the only essential 
difference between the claimed process and 
that of Pengilly is the employment of 
superatmospheric pressure. 

The board adopted the earlier opinion, 
which considered the claimed process as 
either that of Pengilly with the substitution 
of the superatmospheric pressure disclosed 
by Munro or that of Munro with the use of a 
preformed polyester as disclosed by Pengil- 
ly. But that view of the claimed process does 
not end the inquiry. The question remains 
whether it would have been obvious, in scal- 
ing up Pengilly 's process, to have employed 
Munro 's higher pressures or in scaling up 
that of Munro to have employed Pengilly s 
preformed polyester. 

[9] The tribunals below did not meet the 
requirement of establishing some predic- 
tability of success in any attempt to combine 
elements of the reference processes in a com- 
mercial scale operation. As in In re Naylor, 
54 CCPA 902, 369 F.2d 765, 152 USPQ 106 
(1966), we find nothing in the record which 
would lead one of ordinary skill to anticipate 
successful production on a commercial scale 
from a combination of such elements, 
without increase in glycol-acid ratio. The 
record in fact reflects the contrary. The view 
that success would have been "inherent 
cannot, in this case, substitute for a showing 
of reasonable expectation of success. 
Inherency and obviousness are entirely 
different concepts. In re Spormann. 5. 
CCPA 1375, 363 F.2d 444. 150 USPQ 449 
(1966); In re Adams, 53 CCPA 996, 356 
F.2d 998, 148 USPQ 742 (1966). 
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The board cited the indication in. both 
I engilly and Munro that their processes led 
to rapid reaction .time and concluded that 
improved reaction time would be expected if 
elements of those processes were combined. 
The evidence of record establishes, however, 
that reaction times of both prior processes 
lengthen as the processes are scaled' up. 

The;, board held the view that Munro 's 
teaching of higher pressures to increase 
reaction rate would have provided an ob- 
vious solution to the. problem Rinehart en- 
countered in scaling up the process of 
Pengilly. But Rinehart *s. problem was not 
theiieed for increased reaction rate. It Was, 
as : the evidence established, the existence of 
lumps of frozen polymer. That problem is 
nowhere alluded to in either Pengilly or 
Munro, and of course no suggestion of a 
solution appears in either reference. 
•.Moreover, Pengilly suggested that 
superatmospheric pressure was productive 
pT certain disadvantages, particularly the 
need for use of a "large excess" of glycol. 
The use of superatmospheric pressure in a 
direct esterification process was referred to 
in other prior patents of record. With the ex- 
ception of Munro, however, each such 
reference cited disadvantages of its use or an 
inability to find it workable. Munro 's dis- 
closure: of superatmospheric pressure is 
..rendered an abstraction with respect to 
I appellant's problem by Monro's indication 
p5,|he same excess glycol requirement when 
% la rg e scale operation is contemplated. 
Jjjpro employs a large excess of glycol (a 
to of glycol to acid of 3:1) in his example 
♦jiebnly example devoted to larger scale 
jjuction. Rinehart 5 s large scale produc- 
p^prpcess is limited to a substantially 
Himolar ratio of glycol to acid. In view of 
|3f- tne evid ence, we cannot agree that 
fS nro would suggest to one skilled in the 
he use of superatmospheric pressure to 
P r <)blem of scaling up the process 
«ngijly. 

*Mi r }K we find no suggestion in Pengil- 
^Mqnro that Pengilly > s preformed es- 
JjOTployed , n Munro 5 s process to over- 
mbe problems encountered in scaling 
|g£' ^process of Munro. Munro, as 

|p£' WIth Lewis in earlier British Pa t- 
*W 70,282, was familiar with. the use 
jjpprmed polyester in direct esterifica- 
||.neither Munro nor his co-inventor 
^.suggested its use with superat- 
ffl|-Bi]essufe in the cited reference. 
&at.tne Munro patent contains its 
jpion to large scale operation, i.e.. 
m excess glycol referred to above. 
mm is not employed by appellant, 
gsence of any suggestion in either 
F\ .Munro th *t features of the 




process of one should be combined with 
features of the other to achieve the commer- 
cial scale production of which neither is 
capable requires a holding that the rejection 
herein was improper. In re Avery, 518 F 2d 
1228, 186-USPQ16I (CCPA 1975). In view 
of that holding, it is unnecessary to consider 
Rinehart 's allegations of commercial 
success and satisfaction of long-felt need. 
The decision of the board is reversed. 



Court of Customs and Patent Appeals 

In re Venezia 
No. 75-601 Decided Mar. 11, 1976 
PATENTS 

^ C «20 S 55T) Iridefinhe ~ In S eneral 

Construction of specification and 
claims — Defining terms (§22,45) 

Claims that define claimed invention's 
metes and bounds with reasonable degree of 
precision and particularity are 35 USC 
112, second paragraph, definite; claim 
language calling for sleeves "adapted to be 
litted over insulating jacket imparts struc- 
tural limitation to sleeve rather than merely 
directing activities to take place in future- 
structures of components of completed 
assembly may be defined in terms of in- 
terrelationship of components, or attributes 
they must possess, in completed assembly. 

2 * Cl / a i^ S ,cTv Indefinite - Mechanical 
($zU.556) 

Claims reciting all essential parts of "kit" 
of parts that may or may not be made into 
completed assembly are not incomplete for 
failing to recite completed assembly, 

3 ' Cl (§20 $ 551) Indefinhe - In S eneral 

In re Collier, 159 USPQ 266, is inapposite 
to claims containing language precisely 
defining present structural attributes of in- 
terrelated component parts of "kit" so that 
later assembly may be effected, rather than 
describing activities that may or may not oc- 
cur. ' 

4. Double patenting — In general (§33.1) 
Patentability — Subject matter for pat- 
ent monopoly— In general (§51.601) 

Court of Customs and Patent Appeals 
decisions on double patenting are not 




In 



1 95 US PQ 

'n re Shetty 
PATIENTS "-^ 

Patentability — r n ^„#* 
cases - cUffi^ 
...fact that claimed method might be in 

predate or recoenife !h,t* "i, W>uW not a P" 
mert hindsigKertiS '^ eren « method; 

safest 

'Hrtders claimed method^ • obv,ous . 

obvious is ^^^rZTotfa^ 
taffe and \t* ^k, • ""'crency of advan- 
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:; Derivatives ~ Adamantane 
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J«7». W deSr ' h r' r ti0n or "- 
Trademari. Office (PTO)°S ^/V™ and 
(board) rejectin^cE?^ 0 ^ ° f 
application serial No ?7| 4 r', "T ° 52 in 
'3. 1971, entitled ..Anorectic'^ AUgUS ' 
Denvatives and Method «r n Adam aniane 
The boand rejected Vfi . Us ' ng Same " 
USC 103 on nen ' rlnH aimS Under 35 
CFR 1. 196(b) as g °h ' as P rov 'ded in 37 

view of Narayan?n^R 0US fr ° m Brake ' 
Berns t ein."S" r m^n rnSte,n a '-' and 
Position daim 52 and retSV 0 " 
method claims 51 and 2-5 ejection of 

73* invention 

appetite in animals hi a J ■ - 1 of curl *ng 
adamantane S^^X*"* Certai " 
also pertains to the imi.j e '"vention 
composition for ^curb.w i ° Sage form of a 
such'an adaman une coSund 
^ceutjallvacceptabie-c^ra: 

defined in 



.lication for patent of Bola Vithal 

4X? Na 17 '' 736 ' fi, ed Aug 13 
^rom dec Isl on rejecting claims 2-5 51 
^apphcant appeals. Modified. ' 

% bnTh hme r r ' ri[ r " and E °Wd A 
Si** ° f Phi,ad <='Phia, Pa., for 

«tts mm,SS,0nerof P a'en.s ; nd 

• : rkey Chiefjudge, Rich, Baldwin 
As^ C ' at ,M U ^ es - and Morgan 
F Sri Uni,ed S, a'es 




CH, 

•H.C CH c U> . 



fpl 

Hi 



illii 



Available Copy 



754 



lilill 



: :: ;?!.fH 

.f 8 MF 



195 us: 




or their pharmaceutical^ acceptable acid addi- 
tion salts, wherein: 

R, = H, lower alkyl, aralkyl, aralkyl substituted 
with NH 2 , OH, OCH 3 , halogen, alkyl, 
N0 2 ; phenoxyalkyl or phenoxyalkyl substi- 
tuted with NHj, OH, OCH„ halogen, 
alkyl, or NO,; acyi such as formyl or 
acetyl. 

Rj = H, lower alkyl, COO- lower alkyl, aralkyl, 
aralkyl substituted with NH Jt OH, OCH„ 
halogen, alkyl, N0 2 ; phenoxyalkyl or 
phenoxyalkyl, substituted with NH 2 , OH, 
pCHj, halogen, alkyl, or NO,; acyl such 
as formyl or acetyl. 

R, and Rj can be joined together to form, with 
the nitrogen, a heterocyclic ring (e.g. 

O O • '€>• -0%0 > 

R 3 = H, lower alkyl, or alkynyl 
R< = H, lower alkyl, or alkynyl 
R 5 — H, OH, halogen, or lower alkyl 
R< = H, OH, halogen, or lower alkyl 
R s and R« together may represent a carbonyl 
oxygen 

R 7 = H, lower alkyl, halogen, hydroxy, alkoxy, 
amino or substituted amino, trifluoro- 
methyl, sulfamyl, nitro, phenyl 

R s , R,, R l0 , R u , R, 2 are any of R 7 

n = 0to4 

m = 0 to 4 

Independent claim 51 defines the "method 
of curbing appetite in an animal which com- 
prises administering to the animal an^ 
amount effective to curb appetite of a com- 
pound" of the above formula. 

The References 

Brake describes a process for improving 
the yield of a-methyl multicyclic 
methylamines, one of which is 
a-methyl-1 -adamantanemethylamine, il- 
lustrated as: 

CHj 

where R is * * *: 



CHi 




CH, 



and is described as being useful as an an- 
tiviral agent in animals. 



Narayanan teaches adamantyl s 
fonamide compounds, useful as . 
timicrobial agents, e.g.. as antiviral agei 
of the formula: 




B»-C 



C - ( C H t) N -8 0 r ~^^^^ 
(I) 

wherein R and R' each is hydrogen, halog- 
lower alkyl, phenyl or phenyl-lower alkyl, R ; 
hydrogen or lower alkyl, R 5 is hydrogen, \o\ 
alkyl, lower alkoxy, halogen or halo-lower al 
and n is 0, 1 or 2, and salts thereof. 
Narayanan also teaches the use of his co 
pounds in dosages corresponding to those 
appellant. 

Bernstein et al. pertains to adaman 
biguanides of the formula: 



and to acid-addition salts thereof. 

In Formula I, R and R, each is hydrogc 
halogen, lower alkyl, phenyl or lower alkoxy, F 
R 3 and R< each is hydrogen, lower alkyl 
phenyl-lower alkyl and n is 0 or 1. 

These compounds are hypoglycemic ager 
efTective in reducing blood sugar content 
mammals. 

The compounds of the Bernstein pate 
are illustrated by the following formula: 




(I) 



c 



R— C 
III' 



tent). 



* 




and to acid-addition and quaternary ammonmr. 
salts thereof. : , 
These com pounds are adamanty 
derivatives of phenothiazines, therapeutica 

|y active as central nervous syste 
depressants. 
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The Rejection 
The examiner rejected appellant's claim 

Brake H a 3 ? ew of the Aching in 
turally similar adamantane derivatives 
analogous" to those claimed. The W 
tern and Narayanan patents were chec to 
show Similar compounds in the art. The «- 

Save ^ "I 31 * 6 ? m P™™ cLfm 
because L " ° bmUS fr ° m ,he P™™* 
because ,he respective compounds differ 
merely by a methylene group, i e the ns 

2 SETS h r af ,ea ' ; » «SS 

link Detween the adamantane rins and the 
amine whereas the prior ar, compound has 
a methylene Jink. This "minor molecular 
modification" was further asserted to be 
made obv.ous by the Bernstein and 
Narayanan patents,, which disclose lower 

k ? kS be !T en ^amantane a7d 
other moieties and are directed to phar- 
maceutical uses. p 

• The board treated the examiner's rejec- 
tion as rely.ng upon Brake alone and as 
.Citing the Bernstein and Narayanan stents 
;to show the state of the art. The board I did 
not sustain the rejection of claims 2-5 5 
S W ° bv,ousr J<>™ Brake alone because 
Brake s failure to disclose an amount of his 

reX Und e 5 eCtive as an a ntiviral agen 
:SacLT bV 'T th f ad nrinistration of 
_ adjacent homologs of Brake's compound 

riUi ' ■ milar, >'' th e board did not aeree 
*£3u2F aam S f?"*™*™ ^ an "appetite 

^feS.Sf? 1 1 196 ^> the board made 
^asJ^groundof rejection under 35 USC 103 

te U T„ C H Brake in Vie - ° f 

»»tein and Narayanan patents. The 

LnS WHh J ,he exa miner that 
"ant s compounds having an ethylene 
ge would have been obvious in view of 
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Sanantn "'^ a " d that before 
in /iw d0Sa ? e cannot be «i° to result 
m effective anorexia. Relative to the claimed 
composition appellant states that mere Is 

fure of 7he ab ' e difre ^ nCe betwee " thSLc! 
nrior i« com P ou " ds of the claim and the 



tVc ™ .r 1 "' "wviuus in view ol 

m corresponding adjacent homoloe 
fefcne linkage). Relate to the 2 
It tt ° ard f ° Und suf " ci ent motiva- 
Kf 0 '^ ^ administer Brake's 
H » - and ad J a «nt ethylene 
»{ogs as antiviral agents, and con- 
s' that administering appellant's com- 
I : in appetite-curbing amounts would 

ll^n n -° 'u US from Brakc and 
!' nCe L He am ° Un,s Rested by 
Bftnan to achieve antiviral effects en- 
gttie amounts intended and claimed 

Uments 

Pant contends that, after refusing to 
Phe examiner's rejection on the basis 



the^bsence'nT arguing that in 

me absence of comparative evidence of anv 
unexpected difference in the S„" 
appellant's and Brake's compotfnds the 

Sus Un f™ m ° f a' hC H C ' aim WOU ' d ha - been 
odvious from and unpatentable over the 
s closely related compound dis 

closed by Brake. It is argued thalTake and 
Narayanan render obviols appellant 's phTr 
maceuhcal carrier and "unit dosage form » 

fends fa 6 , Nf^ ^ the Solicit ° r in- 
tends that Narayanan discloses adamantvl 

tha? 0 "^ 8 " T tivinl a ^ nts 1" *5£ 
that correspond to and would suselst 
similar and inherently appetite-cuE 
amounts of the Brake antivR^J'? 
The sohctor suppons the board posit.on 
that because appellant's compounds are 

noniS S n and there is Sl "«cien« motiva 
tion in the prior art to administer Brake's 
compound as an antiviral agent, appellant 's 

lS ( , PWp0 \ docs not "SSS the 
method claims unobvious. 

Opinion 

We note at the outset that the ethylene 
linkage of appellant's compound closesMo 
the prior art (t}.( iTadamant Ji 

a-me,hy.ethyla™„e) (P is Vefe^7,o "b 
maimer as "analogous" to the methylene 
hnkage of Brake's a-methyM-adaman- 

Ktt" and b y the board « a 
homolog ' S,nce the appellant has „ 0 * 
challenged either of these classifications we 
proceed on the assumption that he accept 
the inference that his compounds, whether 
homologs or analogs, would be expected to 

nTrf P u 0p "r es t0 ,he Prior'an com- 
pound. Whether the adamantyl compounds 
-n question are properly classified acTXg 
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to the usual definitions of "homolog" and 
"analog," we shall not consider inasmuch as 
appellant has not argued the point. 

The solicitor has taken the position that 
absent comparative evidence demonstrating 
any unexpected difference in the properties 
of the compounds, the claimed composition 
would have been obvious from and unpaten- 
table over the structurally closely related 
compound disclosed in Brake. On the other 
hand, appellant contends that the presence 
of the ethylene rather than the methylene 
group constitutes "an appreciable difference 
in the claimed compound and the prior art 
compounds," and relies on In re Tabors ky, 
502 F.2d 775, 183 USPQ 50 (CCPA 1974) 
for support of his argument that without 
some teaching of motivation to make the 
required molecular variation, a finding of 
obviousness based on structural similarity is 
improper. 

[1] Regarding this issue of structural 
similarity, we agree with the solicitor and 
the PTO position. The examiner noted the 
difference of a mere methylene group 
between the compound of the claim and the 
prior art compounds, cited the Bernstein 
and Narayanan references showing the state 
of the art as prior art knowledge of use of 
lower alkylene links between adamantane 
and other moieties, and concluded that 
"this minor molecular modification would 
clearly be obvious to the pharmaceutical 
chemist." We do not accept appellant's con- 
tention that the adjacent alkylene link in 
question constitutes an "appreciable 
difference" in the compounds. We think 
that a person skilled in chemical and/or 
pharmaceutical arts would not hesitate to 
extend the alkylene linkage of the prior art 
compound. Further, we note that 
appellant's compound closest to the prior 
art and its synthetic preparation are disclos- 
ed in Narayanan as one of a group of com- 
pounds for producing his adamantyl sul- 
fonamide. This leaves no room for doubt 
that the prior art knowledge renders 
appellant's compound structurally similar 
and provides sufficient motivation to make 
it. 

Moreover, appellant has no basis for rely- 
ing on Taborsky, supra. Unlike the present 
case, the prior art of record in Taborsky ex- 
pressly limited the scope of "halogen" to ex- 
clude appellant's claimed fiuorosalicyl- 
anilide compounds and stated " K several dis- 
advantages in practice' " of free salicyl- 
anilides. 502 F.2d at 781 , 183 USPQ at 
55 (emphasis supplied). Appellant here 
has shown no such reason to preclude the 
conclusion that appellant's compounds are 



structurally similar to the prior art con; 
pounds. 

Confronted with PTO evidence of ob 
viousness, appellant has offered no evidenc 
of unobviousness, as by showing an actua 
difference in properties between his com 
pounds and the prior art compounds. In r 
Hoch, 57 CCPA 1292, 428 F.2d 1341, 16- 
USPQ 406 (19 70). Appellant merely show 
that his novel compounds are appetite sup 
pressants whereas the reference compound 
are not so known. Further, appellant has no 
indicated whether his compounds are an 
tiviral, as is Brake's prior art compound 
Presented with such an absence of com 
parative or other evidence with respect ti 
the properties of the compounds and tht 
claimed composition, we hold that composi 
tion claim 52 would have been obvious fron 
and unpatentable over the prior art. 

[2] Regarding method claims 51 and 2-5 
the solicitor agrees with the board that: 

* * * the compounds of claim 51 are ob 
vious from and unpatentable over the cor 
responding Brake compound and th< 
Narayanan disclosure of a dosage whicl 
corresponds to appellant's disclosec 
appetite curbing dosage (therefore, in. 
herently appetite curbing). [Emphasi; 
added.) 

We cannot accept this conclusion. The issut 
here is whether die claimed method of cur- 
bing appetite would have been obvious. 
That appellant's "amount effective to curt 
appetite" corresponds to or inheres in 
Narayanan's amount "to combat microbial 
infestation" does not persuade us of the ob- 
viousness of appellant's method. As this 
court said in In re Nay lor, 54 CCPA 902, 
90 5-06, 369 F.2d 765, 768, 152 USPQ 106, 
108 (1966): 

[Inherency] is quite immaterial if, as the 
record establishes here, one of ordinary 
skill in the an would not appreciate or 
recognize that inherent result. * * * 

* * * we rmd nothing in the record 
which would afford one of ordinary skill 
reason to anticipate that a trial * * * [of 
the combined prior art teachings] would 
be successful in producing the polymer 
recited in the claims. 

The Patent Office has failed to show a 
reasonable expectation, or some predic- 
tability, that Brake's compound would be 
an effective appetite suppressant if ad- 
ministered in the dosage disclosed by 
Narayanan. The mere hindsight assertion 
that corresponding dosages render 
appellant's method obvious is untenable.. 



. lgj_U SPQ Radlal Lif> Machmg Inr n 

a PP e,,a n<'s disclosure, none of the 
adamantane compounds in any of the 

« a n d C o e sL b e ef f rC U \ SU ^ d a^lu'ch 
sa id in ^'curbing appetite. What we 

t w> ^i c .o e 1 Spomiann ' S3 CCPA 1375 
, 3 o l 0 ;? 63 1 F - 2d 444 > 448, ISO USPQ449 452 
(1966), relative to inherency appfi equally 

rr^DA n p n °i nted out in 1" re Adams 53 
?a%6) T% 356 F d " 8 ' 148 ^PQ742 
and N?, oh C ,nherenc >' ofan advantage 

quest 1° Th USne l S I" emire, >' di,Te ^"< 
que Stl0ns . Xh whlch ma inh . 

not necessarily known. Obviousness can! 
not be predicated on what is unknown 
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declaratory and equitable relief 3 „rl 
dam a g e , On plaintifPs motion o strike 
defendants' demand for jury trial. mS 

W Hnh m [ft R °S er McFadden, and 
Hubachek, Kelly, Rauch & Kirby all of 

SBSh c (R ° ber ' L - Har ™" 
mcnard H. Compere, and Hume PIp 

Ltd 1 ',.? '?£ W " lian ' O'd" T Co C ok 

Baler fr Ch ^°' ^ ' a " d Vince "< L 
ToleHo £.- and r 0w «i & Owen, both or 
Toledo, Oh.o, of counsel) for plaintiff 



. . Accordingly, the decision of the board is 



Jack E Dominik, Alan B. Samlan and 
Dominik Knechtel, Godula & Demeur 
a" of Ch,cago, III., for defendant ' 



Marshall, District Judge. 



District Court, N. D. Illinois, E. Div. 

Radial Lip Machine, Inc. 
v. International Carbide Corporation, et al. 
No, 73 C 2945 Decided Sept. 29, 1977 

PATENTS 

1. Pleading and practice in courts _ 

Jury trial — in general (§53.571) 
-• ^Accused patent and trademark infringers 
whose counterclaim to complain seE 

iTrfct d :Tf S d r a ^ f0r 

Sfes and! aUd ' and P 3 ^" 1 ° f 
royalties under assignment contract and 

E'f Siven rise to right ?o 

WJ n - ra ' S • d , * COerci ve acti °"> are en- 
.tMled to jury trial on all factual issues com 
I?.™ to legal and equitable claims 

J| Pleading and practice in courts — 

jury trial — Li general (§53.571) 
l«Case i n w hich on | y tvvo co 

™T n T inv0 ' Ved ' ,e ^ th °f triads J. 
,.ated o be three weeks, there is no inun- 
£?" Pf large number of documents, and 
|P validity is undisputed does no sur 
f. limits of jury competence. 



'? a , civil action for patent and 
traded m M n and and 

voWed^tCT eS 1 m three cor Porations in- 
volved in the development, manufacture and 
marketing of a "radial lip" drill which k 
used in the metal cutting industry Plattiff 
Amoved to strike defendants^and^ 

The factual background reveals a series of 
corporate transactions which have 
transferred patent rights and created 
nume r contractual obligations between 
he par , e , In the , ate ^ een 

Carbfd Cr,^ C0 . r P° rati0 "s. International 
Uarbide Corporation and Numac Research 

dSanT' devel °Ped ffSS 

er nd^ aPP ' ledf0rpatents ° n *ill. h. 
grinding apparatus and the erindincr 
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What arc seeds? 

A seed is really a miniature plant in a 
"dormant" developmental stage. Once 
fertilization has occurred in a flowering plant, a 
seed eventually forms. The seed is actually the 
result of the maturation of the ovule; it contains 
a sporophyte embryo plus stored food. The 
agricultural definition of a seed refers to the 
unit that is planted, regardless" of its structure. 



The ovary, and sometimes other floral parts, develop into a fruit. There are different types of 
fruit -- simple fruits develop from a single ovary, and may be fleshy, like peaches and apples, 
or dry, as in peas, beans or grains. 



*e composed of three basic structures: 

embryo - the young plant consisting of either one or two cotyledons: the pummule 
(new shoot); and the radicle (primary root). The pummule is further divided into the 
epicotyl (portion of stem above the attachment of the cotyledons) and the hypocotyl 
(portion of stem below the attachment of the cotyledons). 

endosperm - food (sugars, fats, proteins) storage area in monocots; the cotyledons 
store food in dicots 

seed coat - also called testa, the seed coat consists of one or more layers of 
protective tissue. 

Seeds are a rich source of food as well as of fats and oils for industrial purposes. The reserves 
in cereals and legumes provide a large amount of the world's food supply. Seeds vary greatly 
in size, shape, form and nutritional content. Compare the faba bean seed to a flax seed; the 
size difference is obvious. Nutritionally, the faba bean provides much more protein than the 
flax seed but flax boasts a higher amount of B vitamins. 




Seeds are dispersed in a variety of ways, via 
wind, water, animals and man. The success of 
angiosperms is due, in part, to the dispersal of 
seeds far from the parent plant. Tough seed 
coats enable seeds to lie dormant until 
conditions are favorable for germination and 
growth of the new plant. Different seeds require 
different conditions lor germination. In some 
plants, cool, damp weather is necessary for 
germination, in others, the opposite is true. 





What conditions affect seed germination? 



Germination is the growth and development of a new plant from a seed and takes place in a 
series of steps. The fully developed embryo at the end of these steps is said to be a seedling. 
Not all seeds germinate, however, and the success of the start of the germination stage 
depends upon three main conditions; suitable moisture, temperature and oxygen. Other 
factors also influence the germination of seeds. These include the amount of light; dormancy 
of the seed; and, viability and longevity. Viability is the ability of the seed to germinate if 
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conditions are right and longevity is the length of time a seed can remain dormant and still be 
viable. 

Seeds require sufficient amounts of moisture in order to ensure the rupture of the seed coal. 
The seed absorbs water from its surroundings, the amount of which depends on the type of 
plant. Dry soils, and over-saturated soils and salty-soils may hamper the amount of water 
absorbed by the seed. 

The temperature at which a seed will germinate is dependant upon the type of seed. Some 
crops and weeds germinate at lower temperatures than others, and thus get a jump start in the 
fields of Saskatchewan. Research has produced plant varieties which are earlier germinators 
and thus more suited to our growing season. Most crops require a temperature of about 15°C 
for germination. 

The circulation of air around the seed is important in the process of germination. Compact 
soils hinder germination because of the lack of oxygen and can result in rotting of the seed. 

What are the stages of gr owth of a plant? 

As stated, the first stage of a new plant begins at the seedling stage. Here, the new plant is 
undergoing differentiation of cells and tissues, that is, cells and tissues are developing to 
become part of stems, leaves, roots. While growth may seem slow, the seedling is very much 
active in growth of a different manner. The plant then undergoes a series of events, 
depending on the type (monocot or dicot). For example, following the initial stage of growth 
in monocots, is the stage in which the leaves of the plant increase to four (in most crops) and 
additional shoots or tillers begin to grow. During tillering, the meristems (growing areas) are 
also undergoing development but usually remain underground. Tillers are able to produce 
seed. The second stage in d icots is referred to as the rosette stage , in which the first true 
leaves emerge, the stem increases in thickness and the root system continues to develop. The 
third stage of development (monocots) is called jointing, where internodes begin to elongate 
and the nodes swell. This stage is followed by the development of the seed head (heading) 
and flowering. Dicots produce buds which then flower. In both types of plants, flowering is 
followed by maturity and the ripening of the seed. Once seeds are dispersed, the cycle 
repeats itself. 
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agreement in the world as to the relative tolerance of many crops (Framji 1976). High 
temperature decreases the salt tolerance of crops; some of them are alfalfa, bean, beet, carrot, 
cotton, onion and tomatoes. Higher atmospheric humidity tends to increase somewhat the 
tolerance of crops as reported in USA, India, Near East and other countries. Rainfall, though 
does not have a direct effect on crop tolerance, may indirectly affect by leaching the response 
of plants to irrigation with saline water. 

5.4.3 Crop Growth Stages and Varietal Differences 

Plants are more sensitive during the early growth period than at later stages 
(germination, emergence, seedling). The salt tolerance increases as the plant advances 
towards maturity. The saline waters considered unacceptable in early stages of plant growth 
could be used profitably during later stages of growth without any reduction in crop growth 
(CSSRI, 2000). Rice is sensitive at seedling and flowering stages. Sugarbeet is tolerant at later 
growth stages but is sensitive during germination stage. Corn is tolerant at germination but is 
more sensitive at seedling, growth, ear and grain yield stages. 

All India coordinated Research Project (AICRP) under Indian Council of Agriculture 
Research (ICAR) found in saline water conditions at Baptala 24% yield reduction in rice two 
days after transplanting followed by at tillering stage 17%, in onion yield reduction 78% with 
saline water irrigation at transplanting stage followed by 56% at bud formation stage and 18% 
at bulb development stage, in clusterbean 12% yield reduction at pod development stage; at 
Dharwad in maize about 13% yield reduction at sowing stage followed by 7% at tasseling stage 
and at Agra in safflower yield reduction was found at 21% at germination stage f ollowed by 7% 
at rosette stage. " ~ ' 



Varietal difference among crops may cause strong differences regarding salt tolerance 
among varieties and root stocks of fruit trees and vine crops. Tolerant plants require multiple 
adaptations to enable them to grow in saline environments. The problem faced by plant 
scientist wishing to enhance tolerance in crop plants is how to manipulate complex multigenic 
traits. The research work needs to be aimed at basic information about the genetic of 
physiological traits and attempts to discover genes regulating salt tolerance following the 
imposition of salinity stress and understating signaling cascades. 

Modern molecular techniques can be used to analyze the genetics of quantitative traits 
determined by quantitative traits loci (QTLS) developing practical makers and map their 
positions for positional cloning to discover genes. The use of DNA-based technology is capable 
of dealing with large number of samples, markers may be a valuable means of assisting in the 
development of salt tolerance in plants. The molecular biological approaches may be helpful to 
enhancing salt tolerance (CSSRI 1993). 

5.4.4 Crop Selection 

Crop selection is an important management decision. The most desirable 
characteristics in selecting crop for irrigation with saline water are: (1) high marketability (2) 
high economics value, (3) ease of management (4) tolerance to salts and specific ions, (5) 
ability to maintain quality under saline conditions, (6) low potentional to accumulate trace 
elements, and (7) compatibility in crop rotation (Grattan and Rhoades 1990 - Tanji 1994). 
Other factors in crop or their evaporative demands are lower at planting stage. 

5.4.5 Cultural Practices 

Many factor that facilitate the use of saline water are related to management practices 
for short and long term salinity control. Adequate drainage and leaching to control salinity 
within the tolerances of the crops (or change to more salt tolerant crop that require less 
leaching for adequate salt control) are the ones most appropriate management practices for 
long term salinity control but there are separate cultural practices that can have a profound 
effect upon germination, early seeding growth and ultimately on yield of crop. The short term 
cultural practices that facilitates salinity control become more important as the irrigation water 
salinity increase over the time. These practices are adopted on annual or continual basis. 
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likelihood- that the mark would "falsel; 
suggest a connection with persons, living or 
dead, institutions, beliefs, or. national sym- 
bols or- bring them into contempt , or dis- 
repute/'.. We cannot give the term "may" a 
broad- and indefinite meaning so encomr 
passing as to contravene the- evidence 
presented. 

[3] Since we find that the evidence 
presented is persuasive at this time that 
there is no reasonable likelihood of a false 
suggestion with a governmental institution 
or "national- symbol", we conclude that the 
mark should be- published in the Official 
Gazette in accordance with Section 12(a). 

Decision 

The refusal to register by the Examiner of 
Trademarks is reversed: 



Patent arid Trademark Office Board of 
Appeals 

Ex parte Hartmann 

Patent. issued Nov. 12, 1974 
Opinion dated Apr. 26, 1974 

PATENTS 

1. Words and phrases (§70,) 

"Partial drawing" is intentional, positive 
act over and above any incidental elonga- 
tion arising from handling of filaments. 

2. Patentability — Invention — In gen- 

eral (§51.501) 

Patentability — Anticipation — 
Combining references (§51.205) 

References cannot properly be combined 
if effect would destroy invention on which 
one of reference patents is based. 

3. Claims — Article defined by process 

of manufacture (§20.15) 

Patentability — Subject matter for 
patent monopoly Process, prod- 
uct, and apparatus (§51.613) 

Product-by-process claim may be used if 
language is not vague and indefinite. 

4. Board of Appeals — Procedure and 

practice (§19.45) 

Patent and Trademark Office Board of 
Appeals will follow rulings of Court, of 
Customs and Patent Appeals rather than 
inconsistent portions of Manual of Patent 
Examining Procedure. 



Particular patents — Plastic Film 

3,847,729 Hartmann, Deep-Dravvable 
Plastic Composite Comprising Plastic 
Film on Fibrous Support, claims 1-3 and 
5-12 allowed. 



Appeal from Group 160. 

Application for patent of Ludwig Hart- 
man, Serial No. 3.129, filed January 15. 
1970. From, decision rejecting claims 1-3 
and 5-1 2, applicant appeals (Appeal No. 
141-93). Reversed: McKelvey, Acting Ex- 
aminer in Chief concurring with opinion. 

Johnston. Keil, Thompson & Shurtleff and 
Herbert B. Keil, both of Chicago, 
111., for applicant. 

Before Schneider and Serota, Examiners 
in Chief, and McKelvey, Acting Exam- 
ine r in Chief. 

Schneider. Examiner in Chief. 

This appeal is from the final rejection of 
claims 1, 2, 3, and 5 to 12. Claim 4 was 
withdrawn from further consideration as be- 
ing directed to a nonelected invention. 

Claims 1 and 9 are representative: 

1. Deep-drawable composite com- 
, prising: 

a) a plastic film of deep- 
drawable plastic, 

b) a non-woven fleece con- 
sisting essentially of partially 
drawn and further drawable 
filaments which are drawable 
upon deep-drawing of the plastic 
film, 

c) said plastic film coating said 
fleece. 

9. Deep-drawable composite com- 
prising: 

a) a plastic film of deep- 
drawable 

b) a non-woven fleece con- 
sisting essentially of randomly dis- 
posed partially drawn and fur- 
ther drawable continuous mono- 
filaments formed by gas stream 
drawing and collected - to form 
the nonwoven fleece, said con- 
tinuous monofilaments having an 
elongation to breakage of about 
100-400%, and. being bonded 
together with a binding agent, 

c) said plastic coating" said 
fleece. 



The references relied on are: 



Graham ct al. 
Reynolds 
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Claims 1 and 5 to 8 stand rejected under 
35 U.S.C 102 as anticipated by Graham et 
al. We will not sustain this rejection. In our 
opinion these claims are not fully met by 
Graham et al. The claims recite the 
filaments as "'partially drawn" before being 
coated with a- plastic' filament. Not only does 
Graham et al. not teach this but/ as 
recognized by the Examiner, Graham et al. 
teach the use of undrawn fibers. The ex- 
aminer's arguments that appellant's claims 
are sufficiently broad to encompass essen- 
tially no partial drawing,, or that a routineer 
would expect some orientation in the fibers 
from handling are not deemed to be per- 
[1] suasive. We believe that the routineer 
would construe "partial drawing" to mean 
an intentional, positive act over and above 
any incidental elongation arising out of nor- 
mal handling of the filaments. 

Claims 2, 3 and 9 to 12 stand rejected un- 
der 35 U.S.C. 103 as unpatentable over 
Graham et al. in view of Reynolds. We do 
not agree with this rejection. 

[2] Reynolds teaches neither partial nor 
complete orientation of filaments in the film 
matrix. More importantly however, 
Reynolds cannot properly be combined with 
Graham et al. relative to the employment of 
continuous monofilaments, since to do so 
would destroy that on which the invention of 
Graham et al. is based, namely, the use of 
very short fibers. We will not sustain this 
rejection. 

[3] Claims 9 to 12 were further rejected 
under 35 U.S.C. 112, presumably the se- 
cond paragraph, as being ''improper 5 ' 
product-by-process claims. We do not agree 
with this rejection. 

The issue raised by the examiner is not 
"whether product-by-process claims are ever 
proper in this or any application, but 
whether they are proper when the product 
can be described without reference to the 
process." (Answer, page 4). 

It is apparently the examiner's position 
that the instant composites can be defined 
apart from the method by which the fleece 
thereof is made in view of claim 1. Claim 1, 
however, is in itself a product-by-process 
claim in view of the process limitation "par- 
tially drawn". 

In any event, assuming that the fleece of 
appellant's composite is capable of being 
defined apart from the method by which it is 
made, we nevertheless believe a product- 
by-process type claim may properly be used 
by appellant. 

We recognize that the M.P.E.P. provides 
in Section 706.03(e) (3rd Ed., Rev. 39, 
1974): 



"Applicant must * * * make a show- 
ing that the product cannot be described 
except by reference to the process of mak- 
ing it. * * * Accordingly both product 
claims described by characteristics and 
product-by-process, claims concurrently 
are inconsistent." 

. Our reviewing Court has made it plain 
that if an applicant is claiming what he 
regards as his invention (a point not here, in 
issue), there is only one basic ground for re- 
jecting a claim under the second paragraph 
of Section 112, namely, the language 
employed does not set out and circumscribe 
a particular area sought to be covered with a 
reasonable degree of precision and certain- 
ty. See e.g., In re Moore, 58 CCPA 1042, 
439 F.2d 1232, 169 USPQ 236, 238 (1971); 
In re Swiriehart, 58 CCPA 1027, 439 F.2d 
210, 1S9 USPQ 226, 229 (1971). 

Our reviewing Court has also made it 
plain that: 

u * * * a product-by-process claim, 
does not inherently conflict with the se- 
cond paragraph of 35 U.S.C. 112." In re 
Brown, 59 CCPA 1036, 459 F.2d 531, 173 
USPQ 685 (1972). 

See also In re Luck, 476 F.2d 650, 177 
USPQ 523 (CCPA 1973). In In re Steppan, 
55 CCPA 791, 394 F.2d 1013, 156 USPQ 
143 {1967),. the Court states: 

"The problem, in essence, is thus one 
of determining who shall decide how best 
to state what the invention is. By. statute, 
35 USC. 112, Congress has placed no 
limitations on how an applicant claims his 
invention, so long as the specification con- 
cludes with claims which particularly 
point out and distinctly claim that inven- 
tion." 

See also In re PUfcington, 56 CCPA 1237, 
411 F.2d 1345, 162 USPQ 145 (1969). 

The examiner has not indicated, nor do 
we find, anything vague and indefinite 
about the language of claims 9 through 12. 
Accordingly; we see no basis for rejecting 
claims 9 through 12 as being drawn to so- 
called improper, product-b.y-process claims. 

[4] We recognize that the position we 
take is inconsistent with that portion of the 
M.P.E.P. quoted above. However, we are 
constrained to follow the, .ruling of our 
reviewing court (CCPA) with which the 
'manual is at variance on this point. We will 
riot- sustain' the rejection. " 

The decision 6f ffie Examiner is reversed. 

: IVlc Kel yey , Acting Exam i rie'r ' in Ch ief , 
concurring: 
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I agree with the disposition of each rejec- 
tion and all that is stated in the principal 
opinion. In connection with our decision 
reversing the examiner's rejection of claims 
9 through 12 as being so-called "improper"' 
product-by-process claims, I wish to add the 
following observations. 

In fairness,. it must be recognized that in 
making; the rejection, the examiner, was 
following guidelines provided to him via the 
Manual of Patent Examining Procedure 
and, specifically, that portion of the Manual 
quoted in the principal opinion. However, 
as' was pointed out in Ex parte Schwarze, 
151 USPQ 426, 1966 CD. 10 (Bd.App. 
1966): FH 

• "The Manual of Patent Examining 
Procedure merely provides guidelines for 
examiners in the Patent Office. It does 
no s t. replace, and is subservient to, 
applicable statutes, Rules or Practice, 
and prior decisions." 

As I understand today's decision, this 
Board is holding, in effect, that the portion 
of the Manual quoted in the principal opi- 
nion' is inconsistent with 35 US.C 112, se- 
cond paragraph, and, therefore, does not ac- 
curately state the law. With such a holding I 
am in complete agreement. Based on this 
decision, it follows. that the quoted portion 
of the Manual is no longer viable. It also 
follows that an applicant may, if he chooses 
to do so, claim a composite in terms of a 
"product-by-process, 55 provided the claim is 
definite, notwithstanding the fact the 
product might be capable of being claimed 
by reference to its characteristics. 
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Patent and Trademark Office Trademark 
Trial and Appeal ;Board 

In re Edward Week & Company, Inc. 
Decided Apr. 17, 1975 

TRADEMARKS 

Marks and names subject to 
ownership — Descriptive — Par- 
. ticular, marks (§67.5081) 

. "Dermaclip" is, merely descriptive of 
devices for clamping skin together during 
operation. 



Hauck, Ansorge, Begler & Krentz, New 
• York. N. Y\, for applicant. 

[Editor's Note: This decision, was 
designated by the Board to appear in digest 
form only.) Application for registration of 
trademark of Edward 'Week & Gompany, 
inc.,' Serial No. 431,869. Decision of Ex- 
aminer of Trademarks refusing registration 
affirmed by decision (Leach, Waldstreicher, 
and Lefkowitz, Members) holding that 
applicant's "Dermaclip" is merely descrip- 
tive of devices for clamping skin together 
during operation. 
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